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RESPONDENTS’ HEADS OF ARGUMENT 

 

 

A. INTRODUCTION  

1 These heads of arguments are filed in support of the respondents’ 

opposition to the grant of leave to appeal to this court.  They also deal 

with the merits of the appeal, in the event that leave be granted.   

 

2 The judgment in respect of which leave to appeal is sought was delivered 

by his Lordship Mr Justice van der Westhuizen on 23 March 2018.1  

Leave to appeal was refused by the court a quo and by the Supreme 

Court of Appeal (“SCA”), on application made to it.2   

 

 

                                            
1
  Judgment, vol. 2, p. 194 – 202. 

2
  Vol. 3, p. 211 and, in respect of the SCA, p. 246. 



2 

 

 

3 The judgment of the court a quo concerns two amendment applications 

made in patent infringement proceedings instituted, by way of action, by 

the respondents, as plaintiffs, against the applicant, as defendant (the 

“infringement proceedings”).  The infringement proceedings relate to 

South African patent 98/10975 (the “patent”), the term of which has now 

expired.3   

 

4 The court a quo:4 

 

4.1 dismissed the applicant’s application to amend its plea, pursuant 

to which the applicant had sought to delete “lack of novelty” as a 

ground upon which it alleged the patent was invalid and had 

sought to introduce a new ground of invalidity, which we shall 

refer to as “inutility”;5  

 

4.2 granted the respondents’ application to amend their replication to 

introduce res judicata as a defence to the applicant’s pleaded 

case that the patent was invalid.6   

                                            
3
  Answering affidavit in the application for leave to appeal to this court (Vol 4, p 328, para 74.2). In 

terms of s45(1) of the Patents Act No 57 of 1978 the duration of a patent is 20 years from the date of 
application therefor. The date of application for the patent was 1 December 1998. (Patents Form P1, 
the application for the patent, vol 1, p 51). The term of the patent thus expired on 1 December 2018. 

4
  The order appears at vol. 2, p. 201 – 202. 

5
  Notice of Motion in the application to amend the applicant’s plea (the “plea amendment”), vol. 1, p. 83 

- 84. 
6
  Notice of Motion in the application to amend the respondents’ replication (the “replication 

amendment”), vol. 2, p. 133 – 134. The amendment to the replication is necessary because, 
irrespective of whether or not the applicant’s application to amend its plea is granted, the plea will 
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5 Although concerned only with the amendment of pleadings, the parties 

are agreed that the judgment finally disposes of the only defence pleaded 

by the applicant in the infringement proceedings, namely that the patent 

is invalid.7  

 

6 In what follows, we deal first with the relevant facts.  We do so because 

several submissions made by the applicant, in particular as to the alleged 

“separation”,8 are incorrect.  The submissions are inconsistent and 

unsupported by (i) the documentary evidence on record; (ii) findings of 

fact made by two separate courts; and (iii) the statements made by the 

applicant’s attorney, on oath.  That the submissions are made again, 

before this court, is surprising. 

 

7 Having set out the facts, we deal with the judgment of Louw J in the 

interim interdict application and that of Van Der Westhuizen a quo, and 

the issue raised by the applicant for leave to appeal, and then make our 

submissions as to why leave to appeal ought to be refused.  We deal, 

thereafter, with the merits of the appeal, dealing first with the alleged 

“separation” before turning to the principles of res judicata more 

generally.  Finally, we deal with certain of the submissions made by the 

                                                                                                                                            
continue to include a pleaded defence based on the invalidity of the patent.   That issue, we say for 
the reasons below, is res judicata 

7
  Applicant’s heads of argument, p. 3, para 2.2. 

8
  See, in this regard, p. 4, para 2.5, p. 6 para 3.4, and pp. 23 – 25, paras 5.6 to 5.10 of the applicant’s 

heads of argument.  See, in addition, paragraph 6.2 of its practice note, which is also not correct. 
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applicant that require a response.9 

B. THE FACTS RELEVANT TO THE APPLICATION  

 

8  On 9 June 2011, the applicant applied to revoke the patent, registered in 

the name of the first and second respondents, on the grounds that the 

patent was neither new nor inventive in the light of the disclosure of 

South African patent 1992/7457 (the “1992 patent”).  The exchange of 

pleadings and affidavits in the application for revocation took place over 

the period June 2011 to March 2012.10 

 

9 While this process was ongoing, on 18 October 2011, the respondents 

instituted the proceedings to which this application relates by way of 

summons.  In their particulars of claim, the respondents pleaded that the 

applicant had, since August 2011, made, used, sold, offered for sale 

and/or imported an anti-parasitic formulation under the trade mark 

Ivermax LA Platinum and, in so doing, had infringed and was continuing 

to infringe claims 1 to 7, 18 to 23, and 29 of the patent.11    

 

10 In its plea to the respondents’ particulars of claim in the infringement 

action, the applicant again raised the invalidity of the patent, on the 

                                            
9
    We also deal, at the end of these heads of argument, with what might or might not be an application 

to be made by the applicant for leave to file a reply in its application for leave to appeal. 
10

  Vol 2, FA replication amendment, p. 137-138, para 4 and 5.  As is explained here, patent revocation 
proceedings are an amalgam of the action and application procedure of the High Court.  Pleadings 
are exchanged as they would be in a trial, but the evidence is adduced by way of affidavit. 

11
  Vol 2, FA replication amendment, p. 138, para 6, read with the respondents’ particulars of claim in the 

action, vol. 1 p. 45, para 8.   
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grounds of lack of novelty and inventive step in the light of the 1992 

patent, as a defence to the action for infringement.12  The applicant 

admitted, however, that in the event that the patent was found to be valid, 

it was infringing claims 1 to 7, 18 to 23 and 29 of the patent.13  

 

11 By March 2012, both the revocation application and the infringement 

action were ripe for hearing.14   However, as will be clear from the 

paragraphs above, the same issue arose for determination in both 

matters, namely whether the patent was valid in the light of the disclosure 

in the 1992 patent.   Given that the evidence had already been led (on 

affidavit) in the revocation application on this question it made most 

sense for the issue to be determined in that application.   

 

12 By agreement between the parties, therefore, the revocation application 

was set down for hearing before her Ladyship Ms Justice Teffo, sitting as 

the Commissioner of Patents, on 13 March 2013.15    

 

13 In correspondence exchanged prior to the hearing, in early August 2012, 

the applicant advised, in a letter, that it intended to make what it referred 

to as a “conditional referral to oral evidence” on the question of inventive 

step.  In other words, the applicant intended to argue that the patent 

                                            
12

  Vol 2, FA replication amendment, p. 138, para 7.   
13

  Vol 2, FA replication amendment, p. 138, para 7. 
14

  Vol 2, FA replication amendment, p. 138, para 9. 
15

  Vol 2, FA replication amendment, p. 139, para 10. 
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lacked novelty in the first instance; and thereafter, to the extent 

necessary (i.e. if the patent was found to be novel), apply to refer the 

question of whether or not the patent lacked inventive step to oral 

evidence.  The applicant suggested, in this regard, that the revocation 

application (on the question of novelty) and the referral to oral evidence 

(which application had not been filed) should be heard together.16   

 

14 The respondents responded immediately to this letter, making plain that 

they did not accept that “the application for revocation should be heard 

on a piece-meal basis as you have proposed or that a ‘conditional 

application’ for referral to oral evidence is a legitimate procedure or one 

that is appropriate in the current circumstances”.17 There was therefore 

no agreement between the parties that the applicant could “hold over” or 

otherwise separate its attack on the validity of the patent based on 

obviousness for determination at some later date.   

 

15 Despite this, the applicant elected not to move its conditional application 

for referral to oral evidence before the Commissioner of Patents.  In fact, 

it never made such an application.18   It also chose not to exercise any of 

the other procedural remedies that may have been available to it, such 

as an application to separate the questions of novelty and inventive step 

                                            
16

  Vol 2, FA replication amendment, p. 139, para 11, read with Annexure VR1, pp. vol. 2, p. 110 - 111. 
17

  Vol 2, FA replication application, p. 139, para 12 read with Annexure VR2, p. vol. 2, p. 112 - 113.  
18

  Vol 2, FA replication application, p. 139-140, para 13.  Admitted at Vol 2, AA replication application, p. 
152, para 9. 
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in terms of rule 33(4) of the High Court Rules19 or otherwise to apply to 

stay or postpone that part of the revocation application relating to 

question of obviousness.    

 

16 Instead, the applicant simply told the court hearing the revocation 

application (Teffo J) in its heads of argument that it would be arguing only 

that the patent was invalid on the ground of lack of novelty20 and that, 

only if the challenge to the patent’s validity based on novelty was 

unsuccessful, would it then (and only then) take steps to “set the matter 

down for hearing on obviousness and for the admission of oral 

evidence”.21   Unilateral declarations of intent of this sort quite obviously 

have no status in our law.  

 

17 In answer to these submissions, the respondents made clear in their 

heads of argument filed in the revocation application (before Teffo J) that 

the procedure proposed by the applicant was incompetent for the 

obvious reason that there was no application before her Ladyship to 

separate the issues or stay part of the proceedings before the court.  The 

                                            
19

  The Commissioner of Patents has a wide discretion as to the procedure it may adopt in proceedings 
before him or her pursuant to the provisions of section 19(1) of the Patents Act, 57 of 1978 which 
provides as follows:   

 “Save as is otherwise provided in this Act, the procedure in connection with any proceedings before 
the commissioner shall, as far as practicable, be in accordance with the law governing procedure in 
civil cases in the Transvaal Provincial Division of the Supreme Court of South Africa, and in default 
thereof and where no relevant provision is made in this Act, the commissioner shall act in such 
manner and on such principles as he may deem best fitted to do substantial justice and to give effect 
to and carry out the objects and provisions of this Act.” 

20
  Applicant’s heads of argument before Teffo J, annexure VR7, vol. 2, p. 182 – 183, para 53. 

21
  Applicant’s heads of argument before Teffo J, annexure VR7, vol. 2, p. 183, para 55.  See too, vol. 2, 

p. 184, para 58. 
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respondents also made clear that the applicant’s failure to advance 

argument on the question of obviousness in these circumstances would 

amount to an abandonment of the attack on that ground.22    

 

18 Undeterred, the applicant limited its argument at the hearing of the 

revocation application exclusively to the attack based on its claim that the 

patent lacked novelty in light of the disclosure of the 1992 patent.23   As 

more fully detailed below, the applicant is, in the circumstances 

described above, bound by the election which it made in this regard.  It is 

also important to note that, no application for separation or a stay having 

been made, the respondents were not afforded an opportunity to oppose 

any such application.24 

 

19 In a judgment delivered in March 2014, Teffo J granted the applicant’s 

application for revocation of the patent, finding that all of the claims of the 

patent lacked novelty in light of the 1992 patent.25 There being no 

application to separate the issues of novelty and inventive step or for a 

stay of part of the proceedings before the court, Teffo J correctly did not 

                                            
22

  Respondents’ heads of argument before Teffo J, annexure VR8, vol. 2, p. 189, para 34 – 36. 
23

  Vol 2, FA replication application, p. 140-141, para 14 and 15. Admitted at Vol 2, AA replication 
application, p. 152-153, paras 10 and 11, the only issue between the parties being on this evidence 
whether the approach taken by the defendant was “permissible”. 

24
  It does not assist the applicant to say, now, that separation would have been convenient (applicant’s 

heads of argument, p. 21, para 5.1 – p. 22, para 5.3).  The respondents have never had an 
opportunity to say why it would not be convenient and no court has been called upon to determine 
that question in the context of this case.  Louw J’s comments in this regard at vol. 2, p. 173, para [12] 
are clearly obiter.  There was no application to separate before him. 

25
  Vol. 1, p. 11 – 21. 
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deal with the issue in her Ladyship’s judgment.  Following an application 

made to her, her Ladyship granted the respondents leave to appeal to 

the SCA.26   

 

20 The application for leave to appeal did not deal with the question of 

inventive step because that ground of attack had, by this point, been 

abandoned.  Indeed, Teffo J did not order a separation (of novelty and 

inventive step) or make any findings on inventive step for that reason – it 

was simply not argued before her.  There was therefore nothing against 

which the respondents could appeal.27 

 

21 In their heads of argument filed in the SCA in the revocation application, 

the respondents (as appellants) referred to the fact that the applicant (as 

respondent) had threatened to bring an application for a conditional 

referral to oral evidence of the question of inventive step, noting that such 

an application would have been incompetent had it been made.  The 

respondents therefore made clear that the only issue to be determined 

on appeal was the question of novelty.28   

 

                                            
26

  Vol. 2, FA replication amendment, p. 140-141, para 15. 
27

  The submissions in paragraphs 11.4 and 11.5 (pp. 46 and 47) of the applicant’s heads of argument 
are therefore ill-conceived.  The only issue before the SCA was the question of novelty precisely 
because the applicant had abandoned its attack on inventive step.  Where an application for 
revocation of a patent is based on one ground of invalidity and that ground is found to have no merit, 
the appropriate order is one dismissing the application for revocation and certifying the patent as 
being valid (on all grounds).  That is the order which the SCA made (vol. 1, p. 37 – 38). 

28
  See vol. 2, RA replication amendment, p. 160-161, para 7.2 with reference to the extract from the 

heads of argument attached as annexure VR9, vol. 2, p. 191, footnote 10. 
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22 The applicant did not challenge that submission in their heads of 

argument before the SCA or otherwise suggest to the SCA that the 

question of inventive step had been held over (by agreement or by order 

of court) for determination at a later date.29 

 

23 The appeal before the SCA was heard on 10 November 2015; and 

upheld in a judgment delivered on 27 November 2015.30   The SCA 

replaced the order for revocation made by the Commissioner with one 

dismissing the revocation application with costs.31  We also draw specific 

attention to order (b) of the SCA judgment, which reads: 

 

“Each of the claims of South African Patent Number 1998/10975 
is certified as being valid in terms of section 74 of the Patents Act, 
57 of 1978”.32    
 

24 We note that the certification is not specific to a particular ground of 

attack (novelty, inventive step etc).33  In line with the wording of section 

74, the order certifies the patent as valid on all grounds, despite the fact 

that only novelty was considered by the SCA.  This is because the cause 

of action determined by the court is the alleged invalidity of the patent.  

The grounds upon which it is alleged to be invalid are just that.  We 

                                            
29

  It stated only that certain of the claims of the patent had been attacked on the ground of obviousness 
without advancing any further argument on the question.  See Vol 2, RA replication amendment, p. 
160-161, para 7.2, with reference to annexure VR10, p. 193, para 5. 

30
  Vol 2, FA replication application, p. 141, para 16.  The SCA judgment appears at vol. 1, p. 22 -39. 

31
  Order (a) of the SCA judgment, vol. 1, p. 38 

32
  SCA judgment, vol. 1, p. 38. 

33
  Contrary to what the applicant submits in its founding affidavit before this court (vol. 3, p. 262, para 

32). 
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revert to this issue below. 

 

25 The decision of the SCA in the revocation application had the effect of 

disposing of the only issue in dispute in the infringement action, namely 

whether or not the patent is invalid, in the respondents’ favour.  On 3 

December 2015, therefore, the respondents’ attorneys wrote to the 

applicant’s attorneys on receipt of the SCA judgment demanding that the 

applicant consent to the orders sought in these proceedings.34      

 

26 The applicant refused to do so.  Instead, the applicant filed the notice of 

intention to amend its plea which is now before this court and the 

purpose of which has already been detailed above.35 The amendment 

was impermissible and obviously intended to frustrate the respondents’ 

entitlement to the relief which it seeks by way of these proceedings.   

   

27 Their entitlement to an interdict prohibiting further infringement of their 

patent now clear, but being frustrated by the applicant, the respondents 

applied for and were granted an interim interdict prohibiting the applicant 

from infringing the patent pending the outcome of the infringement action 

or until the patent expired.36  The interim interdict was granted by Louw J 

in a judgment delivered on 8 April 2016.  The judgment deals with the 

same issues dealt with by the court a quo and is summarised below.    

                                            
34

  Vol 2, FA replication application, p. 141, para 18, read with annexure VR4, vol. 2, p. 114 – 115. 
35

  Vol 2, FA replication application, p. 141-142, para 19.   
36

  Judgment of Louw J, vol. 2, p. 178, para [a].  As explained (in para 3) above, the patent expired first. 
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28 The application to amend the plea also made it necessary to amend the 

respondents’ replication to the plea so as to plead that the issue of the 

validity of the patent was res judicata as between the parties. 37 

   

29 The applicant was granted leave to appeal against the interim interdict.  

The appeal was, however, struck from the roll of the SCA on account of 

the order of Louw J not being appealable.  Some of the procedural 

history set out above, however, appears from the judgment of the SCA.38    

 

30 Following the striking of the appeal from the roll, the applications for 

amendment of the pleadings in the infringement action were enrolled for 

hearing before the court a quo. 

     

C. THE JUDGMENTS OF LOUW J AND THE COURT A QUO  

 

31 Louw J found, in dealing with the issue before this court, that: 

 

31.1 the respondents did not agree that the applicant was entitled to 

bring a “conditional application” for referral to oral evidence of the 

question of inventive step as it had proposed in its letter of 2 

August 2012 and there was in fact no agreement between the 

parties as to the procedure to be followed in this regard 

                                            
37

  Notice of Motion in the application to amend the respondents’ replication (the “replication 
amendment”, vol. 2, p. 133 – 134. 

38
  Which is not part of the record but is available on the SCA website at  

http://www.justice.gov.za/sca/judgments/sca_2017/sca2017-134.pdf. 

http://www.justice.gov.za/sca/judgments/sca_2017/sca2017-134.pdf


13 

 

 

(paragraphs [2] - [5]);39 

 

31.2 the applicant could have applied to separate the questions of 

inventive step and novelty in the revocation application and then 

ask for the postponement of question of obviousness, but had not 

done so and had no right to simply inform the court what 

procedure it intended to follow without having made such an 

application (paragraph [12] – [14]);40 and 

 

31.3 in the circumstances, the applicant’s attempt, to re-litigate the 

question of inventive step and to introduce a new ground of attack 

based on the alleged inutility of the patent was impermissible in 

that it offended against the trite principle that litigation should not 

be conducted piecemeal (paragraph [10] and [14] – [15]).41   

 

32 The same question came before the court a quo.  Van Der Westhuizen J 

held that Louw J had already decided the issue before him and the 

findings of Louw J were persuasive.42   He nonetheless went on to hold 

that: 

 

32.1 The cause of action in an application for the revocation of a 

                                            
39

  Vol. 2, p. 165 – 168. 
40

  Vol. 2, p. 173 - 175. 
41

  Vol. 2, p. 171 and p. 175 – 176. 
42

  Vol. 2, p. 198, para [12]. 
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patent is the invalidity of a patent.  The grounds upon which an 

applicant may rely in support of its cause of action (for invalidity) 

are not separate causes of action.43  

 

32.2 A party applying to revoke a patent is obliged to rely on all 

available grounds that may be applicable in a particular matter.  It 

may not deal with the matter in a piecemeal fashion.44 

 

32.3 The applicant elected not to proceed with the ground of 

obviousness before Teffo J and thus abandoned it.  It cannot, in 

the absence of an order by Teffo J separating the issues of 

novelty and obviousness, now resuscitate its challenge based on 

obviousness.45 

 

D. THE ISSUE RAISED BY THE APPLICATION FOR LEAVE TO APPEAL 

 

33 It appears that the applicant still wishes to lead evidence to establish that 

the patent is invalid for lack of inventive step and for inutility.  It contends 

that because neither of these attacks (obviousness and inutility) was 

considered by Teffo J, or by SCA, in their respective judgments in the 

revocation application, it is open to it to do so. 

                                            
43

  Vol 2, p. 198 - 200, para [14], [15] and [18] – [20]. 
44

  Vol. 2, p. 199, para [16]. 
45

  Vol. 2, p. 199, para [17]. 
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34 It is not entirely clear in which forum the applicant wishes to argue its 

case for obviousness i.e. in the revocation application or the infringement 

action.46   

 

34.1 In arguing that there was a valid separation ordered by Teffo J in 

the revocation application, the applicant clearly contemplates that 

it can, through some undisclosed procedure, and despite no 

application having been made to do so in any court, resuscitate 

an application already dismissed, finally, by SCA.47     

 

34.2 By contrast, the fact that the applicant has not applied to delete 

the obviousness ground from its plea in the infringement action 

suggests that it intends leading evidence on the question of 

obviousness in the infringement action, despite the fact that all of 

the evidence was adduced on affidavit in the (dismissed) 

revocation application.  

 

35 Be that as it may, it is clear that the only issue raised by the application 

for leave to appeal is whether the finding in Chiron, quoted with approval 

by Louw J,48  and with which the court a quo concurred,49 that it is … not 

                                            
46

  As a clear example of the confusion, see the applicant’s founding affidavit before this court, vol. 3, 
254, para 12, where both options (defending the infringement action and prosecuting the revocation 
application) are left open. 

47
  See, generally, the applicant’s heads of argument, p. 21 to 30, para 5 and 6 and, in particular, the 

submissions that (i) a separation has been ordered in that application (para 5.7, 5.9 and 5.13); and (ii) 
the question of inventive step is as yet “undecided” in that application (p. 25, para 5.13).  
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permissible … for a party with more than one course of action or more 

than one ground of defence to advance one of them and then keep the 

others in reserve for a rainy day” is correct. 

 

36 If this court finds that the court a quo was correct in finding on the basis 

that the issue of the validity of the patent is res judicata between the 

parties or on the basis of a (more general) abuse of the court’s process,50 

then the application for leave to appeal, or the appeal itself, falls to be 

dismissed.   

 

E. THE APPLICATION FOR LEAVE TO APPEAL OUGHT TO BE 

DISMISSED 

 

37 The patent has expired.  The infringement proceedings are therefore now 

only concerned with the respondents’ claim for damages.  The interim 

interdict granted by his Lordship Mr Justice Louw is no longer in force;51 

and there is no longer any legal impediment to the sale, by the applicant 

of the product (Ivermax LA Platinum), or the sale by any other competitor 

of the respondents of a like product, that infringed the patent while it was 

in force.  The action for damages is, quite clearly, not a matter of public 

                                                                                                                                            
48

  Judgment of Louw J, vol. 2, p. 172 – 173, para [11] and [12] read with the quotation from Chiron 
Corporation and Others v Organon Teknika Ltd (no. 14) [(1996) FSR 701 at 707 to 708].  

49
  Judgment of the court a quo, vol. 2, p. 198, para [12] and p. 199, para [16]. 

50
  As to which see the approach taken by Louw J, generally, judgment, vol. 2, 171 - 175, para [10] to 

[14] and the judgment of the court a quo, vol. 2, p. 198, para [15] – [20].   
51

  Judgment of Louw J, vol. 2, p. 178, para (a). 
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interest.  Nor does it raise constitutional issues.  

 

38 The applicant, however, argues that the precedent that is set by the 

judgment of the court a quo (and the judgment of Louw J presumably) 

raises constitutional issues and points of law of general public 

importance.   

 

39 It argues, first, that the precedent set will create an “inherent bias in 

favour of patentees”52 because it permits a patent “to survive without its 

merits ever being tested”.53   It is also argued in this context that patents 

grant “monopolies”, which the applicant claims are abhorrent in our law, 

and that South Africa is a non-examining country for patents, which 

means that patents are granted without first being vetted by the Patent 

Office.54 

 

40 These arguments are makeweight. 

 

40.1 First, the effect of the judgments of the court a quo and Louw J is 

not to deprive an applicant for revocation of a patent (or a party 

sued for infringement of a patent) of the right to test the merits of 

that patent.  The effect of the judgments is, only, that such a party 

is required to advance all of its grounds of attack on the patent in 

                                            
52

  Applicant’s heads of argument, p. 14, para 4.9 
53

  Applicant’s heads of argument, p. 15, para 4.12. 
54

  Applicant’s heads of argument, p. 12, para 4.1 and p. 14, para 4.7. 
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a single application.  This is line with the “once-and-for-all rule” or 

“Henderson principle” – a long-standing principle of English law 

and our own.55  To allow a patentee to bring multiple successive 

or concurrent actions (or defences) would mean that a party may 

institute ten different proceedings seeking an order revoking a 

patent, each time relying on a different ground for revocation 

provided by section 61 of the 1978 Patents Act.56 And he or she 

may do so one at a time, in a number of successive actions, each 

of which might be decided, finally, only on appeal before the next 

is relied on. 

 

40.2 There is, for the same reason, no “inherent bias” in favour of 

patentees created by the decision of the court a quo.   Patents 

remain liable to be revoked pursuant to an application made in 

terms of section 61 of the Patents Act and a defendant sued for 

infringement of a patent may rely on the invalidity of a patent by 

way of defence or counterclaim for its revocation in terms of 

section 64(4).57  What it may not do is attack the validity of the 

patent on multiple occasions in different proceedings.     

 

40.3 The fact that South Africa is a non-examining country has no 

                                            
55

  See paragraphs 76 and 77 below. 
56

  Act No. 57 of 1978. 
57

   It is not clear what point is sought to be made in this regard in the applicant’s heads of argument, p. 6 
para 3.3. 
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bearing on the issue before this court.  In the UK, for example, a 

patent will be examined by an examiner (once) before grant and, 

if granted, may be attacked by third parties (once each).  In South 

Africa, while there is no examination prior to grant,58 there is no 

bar to the bringing of multiple attacks on the patent, provided only 

that a single party must bring all of its attacks in one proceeding. 

 

40.4 The reliance on the fact that patents create monopolies is 

misguided.  First, even if it was correct that a patent creates a 

“monopoly”, the Patents Act permits that monopoly. There is no 

attack on the constitutional validity of the Patents Act before this 

court.  That is for good reason because the public policy 

justifications for patents (the incentive to engage in research and 

development for the good of all, the resultant “monopoly” being 

the quid pro quo for making the knowledge public and available 

after the term of the patent to the public)59 outweighs the 

disadvantages associated with the fact that they confer an 

exclusive right on one party, albeit for a limited period of time.   

 

40.5 Secondly, although the two are often equated by lay people, it is 

                                            
58

  The 1952 Patents Act (Act No 37 of 1952) provided, in s23, for the opposition to the grant of a patent. 
The 1978 Patents Act does not provide for opposition. What it provides for (instead), in s44(4) is a so-
called “moratorium” period of 9 months within which, after grant, a patentee may not (ordinarily) 
institute infringement proceedings; this to enable an interested party to apply for the revocation of a 
granted patent before it could (ordinarily) be enforced. 

59
   Acknowledged in the applicant’s heads of argument, p. 13, para 4.6, with reference to the decision of 

the (then) Appellate Division in Letraset v Helios. 
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somewhat naïve to equate a patent right with the sorts of 

monopolies dealt with60 in the Competition Act, 89 of 199861 

and/or a “commercial monopoly”.62  Patents grant monopolies 

over products or methods of producing them.  Patents invariably 

do not create market monopolies, which is what competition law 

is concerned with.  It is in fact common to find multiple patented 

products (different products used for the same purpose) 

competing with each other in the same “commercial market”.  In 

the context of this case, there is no evidence that the 

respondents’ commercial product, protected by the patent, 

enjoyed a commercial monopoly in any market.   Given that it 

related to a “livestock remedy which is a treatment for external 

parasites”,63 of which there must be many, it is most unlikely that 

it did. 

 

41 A further argument advanced by the applicant is that the judgment of the 

court a quo (and that of Louw J) deprive the applicant of its rights of 

access to the courts.64  This is not correct.  The applicant was given an 

opportunity to revoke the patent in a court of law (both before Teffo J and 

the SCA).  It was not successful in its attempt to do so.  It cannot now try 

                                            
60

  Monopolies are permitted in terms of the Competition Act.  A dominant firm in a particular market may 
not, however, abuse that dominance (see section 8 of the Competition Act). 

61
  Applicant’s heads of argument, p. 12, para 4.1. 

62
  Applicant’s heads of argument, p. 12, para 4.6. 

63
  Applicant’s heads of argument, p. 12, para 4.4. 

64
  Applicant’s heads of argument, pp. 16 – 17 paras. 4.14 – 4.16. 
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again, in particular (but without limitation) in circumstances where it 

seeks to do so based on factual allegations that were known to it at the 

time that it brought and argued the application for revocation on the first 

occasion.   

 

42 In fact, the constitutional rights of access to courts guaranteed in section 

34 of the Constitution relied upon by the applicant militates against the 

grant of leave to appeal in this case.   In this regard, consideration must 

be had to the judicial delays that would be brought about in South Africa 

if this court was to condone the applicant’s conduct in this matter.  

Condonation would mean that every litigant that appears in a court can 

choose which points of fact or law arising from the papers it wishes to 

argue on the day that the matter has been set down and, without asking 

the court for a separation, partial stay, partial postponement, a 

conditional referral to oral evidence (or any another appropriate 

procedural relief),  “reserve its rights”65 to argue the other points at some 

other time.  If this is to be permitted, then no matter will ever proceed to 

finality.  More broadly, the court rolls would become so congested that 

access to justice would effectively be denied to the public.   

 

43 The “balance” which this court must strike is not therefore, as the 

applicant would have it, between “deprivation of the right to defend the 

                                            
65

  This is what the applicant claims it did: see the founding affidavit in this court, vol. 3, p. 261, para 29. 
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[infringement] action versus the consequences of separating two claims 

into two hearings”.66  The balance is between protecting the narrow 

interests of a litigant that seeks to dictate its right to litigate in a 

piecemeal fashion against the rights of the general public to access the 

courts. Section 34 guarantees a right of access to “everyone”.   To 

achieve this, the courts enjoy the right to regulate their own processes in 

terms of section 173 of the Constitution.  The prohibition on piecemeal 

litigation is a critically important principle that enables courts to regulate 

its own processes and allow access for all. 

 

44 The only other argument advanced by the applicant in this context is that 

the judgment of the court a quo changes the law of res judicata.67  This is 

not correct for the reasons given below.  But, even if the common law 

has been developed by the court a quo, that does not mean that the 

appeal raises points of law of general public importance which must be 

considered by this court.  For the reasons we have given, the appeal 

plainly does not raise such a point. 

 

45 In conclusion, the applicant’s submissions on the question of whether or 

not leave to appeal are nothing more than a transparent attempt to coat 

its application for leave to appeal with a veneer of broader public interest.   

                                            
66

  Applicant’s heads of argument, p. 16, para 4.15. 
67

  Applicant’s heads of argument, p. 17 para 4.17, p. 28 para 6.4, p. 33, para 7.12, pp 35 – 36, paras 
7.17 – 7.18. 
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In truth, the application for leave to appeal is concerned only with the 

narrow financial interests of the applicant.68   

46 In the answering affidavit filed in the application for leave to appeal to this 

court, it was argued (citing the relevant authorities) that this court should 

not entertain this appeal on account of the fact that this court would be 

sitting as a court of first instance in respect of the constitutional issue 

now raised.69  In response the applicant argues that the constitutional 

issue only arose after the court a quo’s judgment was delivered because 

it was only then that the respondents’ contentions regarding the scope of 

res judicata (made throughout) were upheld.70  This is a facile argument.  

The application of the res judicata principles to the facts of this case has 

been in issue from a time shortly after the SCA delivered its judgment in 

2015.   

 

47 If there was a constitutional issue that arose from the respondents’ 

reliance (application) of res judicata, that issue ought to have been raised 

and pleaded in the interim interdict proceedings (before Louw J) and in 

the amendment proceedings (before the court a quo).  The issue did not 

arise for the first time when the court a quo upheld the respondents’ 

argument.  On the applicant’s approach, no constitutional issue would 

ever arise before the court of first instance gave judgment.  

                                            
68

  AA in the application for leave to appeal, vol. 4, p. 315, para 41. 
69

  AA in the application for leave to appeal, vol. 4, p. 311 – 313, para 33 to 36. 
70

  Applicant’s heads of argument, p. 19, para 4.23. 
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48 Finally, we note that the decision of the court a quo does indeed involve 

the exercise of a narrow discretion.  Clearly, a court’s decision which 

seeks to regulate its own process, in accordance with section 173 of the 

Constitution, is one that requires the exercise of a discretion.71 The 

applicant’s attempt to distinguish the SABC decision72 of this court on this 

basis therefore has no merit.73   This court will not therefore interfere with 

the decision of the court a quo unless it finds that the court a quo’s 

decision was not judicially made, or that the court reached an 

unjustifiable conclusion or committed a demonstrable blunder.  There are 

no grounds for such a finding here.  Indeed, none are argued by the 

applicant. 

 

49  We ask that leave to appeal be dismissed with costs, including the costs 

of two counsel.  We turn, however, to deal with the merits of the appeal, 

in the event that leave to appeal be granted.   

 
F. THE APPLICANT DID NOT SEEK A SEPARATION AND NONE WAS 

GRANTED 

 

50 Paragraphs 5 of the applicant’s heads of argument deal with the 

applicant’s claim that it never abandoned its obviousness attack and that 

                                            
71

 Van Breda v Media 24 Ltd and Others 2017 (5) SA 533 (SCA) para [70]. 
72

 SABC v NDPP and others 2007 (1) SA 523 (CC) para 41. 
73

 Applicant’s heads of argument, p. 19 – 20, para 4.24 - 4.25. 
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in fact Teffo J, impliedly, granted an order separating the issues of 

novelty and obviousness at the revocation application.74    

 

51 The same submissions were advanced before, and rejected by, Louw J 

in the interim interdict75 and the court a quo.76  These are factual findings 

in respect of which this court will be slow to interfere.    

 

52 There is, in any event, no basis for the submissions advanced.  Rule 

33(4) of the High Court rules requires that, unless the issue is raised 

mero motu by the court (which is not the case here), an application must 

be made to separate the issues that are allegedly conveniently disposed 

of separately. 

 

53 It will be evident from what is said in the applicant’s heads of argument 

filed in the revocation application (before Teffo J)77, which are referred to 

in paragraph 3.5 at page 6 of the applicant’s heads of argument and 

summarised in paragraph 16 above, that the applicant did not apply for a 

separation of novelty and obviousness, whether formally, “orally”,78 

“informally”79   or otherwise.  All that the applicant did was to tell the court 

in its heads of argument that depending on the outcome of its challenge 

                                            
74

 The conclusion is at p. 25, para 5.13. 
75

  Vol. 2, p. 169, para [6], p. 175, para [14] and p. 173, para [12]. 
76

  Judgment of the court a quo, vol. 2, p. 196, para [4] and [5]. 
77

  Vol. 2, p. 182 – 184, para 53 – 59. 
78

  Applicant’s heads of argument, p. 24, para 5.7. 
79

  FA in the application to this court, vol. 3, p. 254, para 11, p. 256, para 17.1. 
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to the patent based on novelty it would then (and only then) take steps to 

set the matter down for hearing on obviousness.80  This was clearly 

inappropriate and incompetent,81 and the respondents advised the 

applicant as much in their heads of argument filed well before the hearing 

before Teffo J.82    

 

54 The attempt by the applicant to hold over a particular defence in the 

revocation application until after judgment83 is, aside from being 

incompetent, improper. As noted by this court in Bernert v ABSA Bank 

Ltd84 in a finding on point in the current application: 

 

                                            
80

  In the application for leave to appeal to the SCA and this court, the applicant’s attorney says that what 
the applicant did was to “reserve its right” to argue obviousness at a later stage (vol. 3, p. 235, para 
67).  Reserving one’s rights is of course not the same as bringing an application to court. Reserving a 
right is clearly an incompetent method of achieving the separation that the applicant apparently 
desired. 

81
  As noted in Sibeka And Another v Minister of Police and Others 1984 (1) SA 792 (W), even where 

parties have agreed to separate an issue, the court must make an order to that effect: 
“It is perfectly clear that under subrule (4) (unlike subrule (1)) the parties are not entitled, as of 
right, to have the matter heard in this way. If, at the trial, any of the parties should believe that the 
convenience referred to in the subrule exists, it may apply to the Court at that stage, viva voce, 
that, instead of proceeding with the trial, the Court should before any evidence is led, or separately 
from any other question, deal with a particular aspect of the issues which had been raised in the 
pleadings. As I have indicated, this is not something to which either party is entitled or to which 
both parties, when they agree, are entitled to as of right. This must be so, because this decision 
involves a piecemeal hearing of the case and only the presiding Judge seized of the matter is 
normally competent or qualified to say whether the trial should be conducted in that fashion or not.  

…  
Once this is not the position and the parties have not agreed to dispose of the whole of their 
dispute, but only propose to dispose of it in piecemeal fashion because that seems to be 
convenient, then an application must be made to the Court if the matter is not at that moment 
before a Judge on trial. If it  is to be done separately, not at the trial which in itself is unusual, an 
application must be made in proper form, complying with the provisions of Rule 6, that is on notice 
of motion together with a supporting affidavit in which the Court is informed not only of the 
intention of the parties that the case be heard piecemeal in the fashion proposed by them, but 
also setting forth fully the reasons why that is convenient in the particular case at this stage.”. 

82
  Respondents’ heads of argument before Teffo J, annexure VR8, vol. 2, p. 189, para 34 – 36. 

83
  As the respondent appears to claim that it did – see Vol 2, AA replication amendment, p. 155, paras 

19 - 20.  
84

 2011 (3) SA 92 (CC). 
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“[75]  It thus seems to me that, in our law, the controlling 
principle is the interests of justice. It is not in the interests 
of justice to permit a litigant, where that litigant has 
knowledge of all the facts upon which recusal is sought, to 
wait until an adverse judgment before raising the issue of 
recusal. Litigation must be brought to finality as speedily 
as possible. It is undesirable to cause parties to litigation to 
live with the uncertainty that, after the outcome of the case 
is known, there is a possibility that litigation may be 
commenced afresh, because of a late application for 
recusal which could and should have been brought earlier. 
To do otherwise would undermine the administration of 
justice.”85 

 

55 As in that case, where the recusal application was to be set down after 

the judgment on the merits, the threatened application for a reference of 

the issue of obviousness to the hearing of oral evidence was only ever to 

be set down for hearing after the judgment on the revocation application 

(and then only in the event of that judgment being in favour of the 

respondents). 

 

56 Given the stance adopted by the respondents in their heads of argument 

filed in response to those of the applicant before Teffo J, there can be no 

doubt that any application for separation made orally at the 

commencement of the hearing would have been opposed, not least on 

the grounds that the respondents had not been given an opportunity to 

respond to the application but also on the grounds that separation was 

                                            
85

 Although this matter in the Constitutional Court related to a recusal application the principles apply 
equally in the present matter.   
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not convenient.86  The dispute would, in the circumstances, have had to 

have been determined by Teffo J and an order made either granting or 

dismissing the “application” before the matter proceeded further.87  There 

was no such order made because no application was ever made, in any 

form.   

 

57 The statements in the applicant’s heads of argument to the effect that 

Teffo J was asked to separate the issues of novelty and inventive step 

(and refer the latter to oral evidence) at the commencement of the 

hearing before her Ladyship88 and/or “stay” the question of obviousness 

are thus incorrect.89   The implicit criticism of Teffo J in paragraph 5.9 of 

the applicant’s heads of argument is extraordinary. There was no 

“separation request”90, nor any “separation procedure” or “separation”91. 

The two “challenges” were not, on the facts, “separated”92, and the 

obviousness issue was, thus, not “left … in place”.93 

 

58 Indeed, it is difficult to understand the factual basis for the submission 

                                            
86

  Respondents’ answering affidavit in the application for leave to appeal, vol. 4, p. 307, para 20. 
87

   The language of rule 33(4) of the uniform rules of court (quoted in footnote 45 to para 5.2 on p. 22 of 
the applicant’s heads of argument), is clear. On the application of any party (unless it appears that the 
question cannot conveniently be decided separately) the court “shall … make such order”. 

88
  Applicant’s heads of argument, p. 24, para 5.7. At best for the applicant it may be that what the 

applicant says, in paragraph 5.7 of its heads of argument, was an application for separation is in fact 
its unilateral statements of intent to which it refers in paragraph 5.8.  If so, then it need hardly be said 
that unilateral statements of intent do not amount to an application. 

89
  Applicant’s heads of argument, p. 6, para 3.4. 

90
   As suggested in the applicant’s heads of argument, p. 25, para 5.10. 

91
   As to which see the applicant’s heads of argument, p. 25, para 5.11. 

92
   See the applicant’s heads of argument, p 25, para 5.13. 

93
   As is said in the applicant’s heads of argument, p. 25, para 5.13. 
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now made by the applicant that it did apply for a separation of issues.  In 

the application initiated by the respondents, seeking leave to amend their 

replication, Mr Van Rooy (attorney for the applicant) states that the 

conditional application for referral to oral evidence which the applicant 

suggested prior to the hearing before Teffo J that it was going to bring 

(and which necessarily entails a separation of the novelty and 

obviousness issues) was never made.94  In answer, the applicant’s 

attorney admits that the application was never moved.95  His reasoning 

is telling.  In line with the submissions made in the applicant’s heads of 

argument, the applicant (quite wrongly and despite having been told 

otherwise by the respondents) did not believe that it had to apply for a 

conditional referral to oral evidence (and thus a separation) before the 

novelty question was determined.  This is no doubt why the applicant did 

not bring the application. 

 

59 It also bears mention finally that, at least as we understand the 

admissions, the applicant has previously accepted that the procedure it 

followed (which was no procedure at all) was “wrong”96 and a “procedural 

misstep”.97    

 

60 The court a quo and Louw J were therefore correct, with respect, in 

                                            
94

  FA replication amendment, vol. 1, p. 139 - 140, para 13. 
95

  AA replication amendment, vol. 1, p. 152, para 152. 
96

  The affidavit of Bacon in the SCA, vol. 3, p. 235, para [67]. 
97

  The affidavit of Bacon in the SCA, vol. 3, p. 242, para [80]. See also p. 44, para 10.4 of the applicant’s 
heads of argument, which refer to “mistake” or “neglect” on the part of an applicant for amendment. 
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finding that the applicant did not apply for a separation of the novelty and 

inventive step issues at the hearing of the revocation application. 

 

G. ELECTION AND ABANDONMENT   

 

61 Having failed to bring an application for conditional referral to oral 

evidence that it threatened or the separation that it now claims it did, the 

applicant elected not to argue obviousness before Teffo J.  The applicant 

is bound by its election.98    

 

62 The applicant made its election despite it having been made clear to it 

that if it failed to argue obviousness, the ground of attack would be 

understood to be abandoned.99 The applicant’s election, viewed 

objectively therefore, clearly constitutes an abandonment of the ground 

of obviousness.   Its statements in its heads of argument before Teffo J 

regarding its future intention are of no assistance to it.  After those heads 

were filed, the applicant was advised that what it proposed to do 

(unilaterally) was incompetent and that their failure to argue obviousness 

would amount to an abandonment.  In the face of that warning, the 

                                            
98

  In Equity Aviation Service (Pty) Ltd v. Commission of Conciliation, Mediation, and Arbitration and 
Other 2009 (1) SA 390 CC this Court said at para 54: 

 “[54] The principle of the right of election is a fundamental one in our law. Equity made an election 
not to ask Mr Mawelele to render his services, nor did they offer him alternative employment. 
When exercising an election, the law does not allow a party to blow hot and cold. A right of 
election, once exercised, is irrevocable particularly when the volte-face is prejudicial or is unfair to 
another.”. 

99
  The respondents’ heads of argument before Teffo J, Annexure VR8, vol. 2, p. 189, para 36. 
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applicant elected not to argue obviousness.  Viewed objectively, the 

applicant’s conduct clearly amounts to an abandonment of the 

obviousness attack. 

 

63 When counsel elects not to argue a particular point of law (or even an 

entire defence), the point need not be considered by the court in its 

judgment.100   An appeal court is not entitled to enquire into and 

determine a matter that has been abandoned.101  Both Teffo J and the 

SCA therefore, correctly, with respect, did not deal with the ground of 

attack based on obviousness.  The SCA also correctly dismissed the 

revocation application, in toto, having disposed of the only remaining 

ground of attack (novelty) in the respondents’ favour.  

 

64 The continued reliance on obviousness in the infringement action 

(because clearly the revocation application cannot be brought back to 

life) is, in these circumstances, plainly an abuse for the reasons given by 

Louw J and the court a quo.  The applicant cannot be permitted to litigate 

piecemeal in this fashion i.e. by simply dictating the terms of its chosen 

procedure to the court.   

 

                                            
100

  Andy's Electrical v Laurie Sykes (Pty) Ltd 1979 (3) SA 341 (N) at 343B - C; S v Hlatswayo 1982 (4) 
SA 744 (A) at 745H; Smit v Abrahams 1992 (3) SA 158 (C) at 159J; Dawnford Investments CC and 
Another v Schuurman 1994 (2) SA 412 (N) at 415A and Rand Mines (Mining & Services) Ltd v 
Commissioner for Inland Revenue 1997 (1) SA 427 (A) at 433A - C. 

101
  Kgatle v Metcash Trading Ltd 2004 (6) SA 410 (T) 424D 
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H. THE MERITS OF THE APPEAL 

 

65 It is, in addition, submitted: 

 

65.1 that the judgment of SCA on the issue of the validity of the 

patent102 is a final and definitive judgment and order on the merits 

of the case between the parties insofar as the issue of the validity 

of the patent is concerned;  

 

65.2 that a party alleging a patent to be invalid cannot be allowed to 

harass a patentee by litigating the issue of the validity of the 

patent piecemeal, making successive attacks on the validity of a 

patent on different grounds in different proceedings; and 

 

65.3 a party alleging a patent to be invalid is afforded one opportunity 

to seek to invalidate a patent and it must raise all of its grounds of 

attack in that single proceeding. 

 

66 The law in this regard is clear.  The rule of res judicata was described as 

follows by Van Winsen AJA in Custom Credit Corporation (Pty) Ltd v 

Shembe: 

 
“The law requires a party with a single cause of action to claim in 
one and the same action whatever remedies the law accords him 

                                            
102

  SCA Judgment, vol. 1, pp 22 to 39. 
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upon such cause.  This is the ratio underlying the rule that, if a 
cause of action has previously been finally litigated between 
parties, then a subsequent attempt by the one to proceed against 
the other on the same cause for the same relief can be met by an 
exceptio rei judicatae vel litis finitae.  The reason for this rule is 
given by Voet, 44.2.1, (Gane’s translation, vol 6, p.553) as being  
 

 ‘to prevent inextricable difficulties arising from discordant or 
perhaps mutually contradictory decisions due to the same suit 
being aired more than once in different judicial proceedings’. 

 
This rule is part of the very foundation of our law …  The rule has 
its origin in considerations of public policy which require that there 
should be a term set to litigation and that an accused or a 
applicant should not be twice harassed upon the same cause”. 103

  
 

67 The passage from the judgment of Romer J in the English decision of 

Shoe Machinery Company v Cutlan, quoted in paragraph [10] of Louw J’s 

judgment104 (but repeated here for convenience) is directly on point: 

 
“But a further point is now taken on behalf of the applicants.  It is 
said that they are entitled in this action to retry the question of the 
validity of the patent because they have discovered fresh 
materials for impeaching it, fresh alleged anticipations, and are 
entitled to have the issue of validity retried on the footing of these 
further materials.  In my opinion they are not so entitled.  If they 
were held to be so entitled, I do not see how there could be any 
finality of the questions in an action as between parties such as 
these.  According to this contention the applicant might try his 
case piecemeal.  He might raise such objections as he thought 
convenient, and when he was defeated he might then raise other 
points at his leisure, and might in that way try the case piecemeal, 
and, so far as I can see, extend it over as long a period as he 
pleased.  In my opinion the applicants are not entitled to do that.  
When the question of the validity of a patent is brought for trial by 
reason of the applicant’s contesting that question, he is bound to 
put his whole case before the Court; and if he does not do so, 
then it is his own fault or his misfortune.  He cannot be allowed to 

                                            
103

 1972 (3) SA 462 (A) (“Shembe”) at 472 A – E. 
104

  Vol. 2, p. 171. 
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put part of his case, or to put his case in an incomplete manner.  
He is bound, when that question is raised, to search and find out 
all that he intends to rely upon in support of his contention that the 
patent is invalid.  For these reasons, it appears to me that the 
applicants are not entitled to have this question of validity retried, 
because, as they say, they have found further materials which 
would have assisted them if they had known of them at the first 
trial.  The respondents are, therefore, right in their contention, and 
as between these parties the respondents are entitled to say that 
this patent has been held to be and is valid”.105 

 

68 As also noted by Louw J, this passage was referred to with approval in 

two South African cases, first by Malan J in Clipsal Australia (Pty) Ltd 

and Others v Gap Distributors (Pty) Ltd and Others.106   

 

69 The judgment was also referred to with approval by Makgoka J in 

Alcatraz Integrated Intelligent Systems (Pty) Ltd v Integra-Set (Pty) 

Ltd.107  This decision is of particular relevance and import in the current 

context.  In it, Makgoka J was faced with an attempt by a party whose 

first application to revoke a patent had been dismissed (by Southwood J) 

to bring a second application for revocation of the particular patent, 

claiming that it was doing so on different grounds to what which had been 

considered by Southwood J and citing different prior art.   

 

70 Although Makgoka J found on the facts that the earlier judgment of 

Southwood J had considered the grounds (novelty and inventive step) 

                                            
105

 1896 (1) (Ch) 667 (at 672). See, for the English law, Terrell on the Law of Patents 17
th
 ed para 20.15 

p 789. 
106

 2009 BIP 261 (“Clipsal”), para [36].  
107

 2010 BIP 94 (CP) (“Alcatraz”), para [16]. 
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relied upon by the applicant for revocation in the second revocation 

application, his judgment proceeded on the general principle that an 

applicant for revocation is only entitled to bring a single revocation 

application and is required to raise all of the grounds upon which it relies 

in support of its claim that the patent is invalid in a single proceeding.  

Makgoka J thus dismissed the second application for revocation, inter 

alia, on the basis that allowing it to proceed would “lead to absurd results, 

in that there could be no finality of the questions in an action as between 

the parties.”108  The learned Judge concluded as follows: 

 

[25]  To sum up: I find that the order of Southwood J in the 
previous application, patent case number 6992/2002 was 
a final and definitive judgment and order on the merits of 
the case before him, concerning the same parties, on the 
same cause of action and subject matter. The issue of the 
validity of the patent in suit is therefore res 
judicata between the parties.” (our emphasis) 

 

71 In line with these submissions, we note that section 74(2) of the Patents 

Act empowers the Commissioner (and any appeal court) to grant a 

certificate of validity109 in respect of those claims upon dismissal of a 

revocation application.  The particular grounds upon which that attack 

was made are irrelevant to the exercise of the Commissioner’s powers in 

this regard.  Even where the attack has been made on only one of the 

                                            
108

  Alcatraz, supra, para [21]. 
109

  Whether one calls it a certificate of contested validity or a certificate of validity is irrelevant (see 
applicant’s heads of argument, p. 45, para 11.1). 
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ten grounds upon which a patent may be attached, the claim is certified 

as valid (on all grounds).   

 

72 The section thus makes plain that the cause of action in a revocation 

application (or, potentially, an infringement action in which the invalidity 

of a patent is raised by way of defence) is for the invalidity of the 

claims of a patent.110  

 

73 It was for this reason that the SCA certified all of the claims of the patent 

as being valid (without limitation as to the particular grounds that the 

court had been called upon to consider).111   

 

74 The applicant’s primary argument to the contrary is that each ground of 

invalidity in section 61 of the Patents Act constitutes its own cause of 

action.  It points in this regard to the fact that each ground of attack will 

be based on different facts and circumstances.112  This is correct.  But 

the same is true within the ground of novelty.  Thus, for example, a 

patent may be anticipated (lack novelty) as a result of an earlier113 

disclosure of the invention by the patentee itself, by the publication of a 

document before the priority date (be it by a patent office, in a scientific 

journal or on the Internet) or the prior use of the same invention by a third 

                                            
110

  Judgment of the court a quo, vol. 2, p. 200, para [19] and [20]. 
111

  SCA judgment, vol. 1, p 38, para (b). 
112

 Applicant’s heads of argument, p. 32 – 33, para 7.8 – 7.10 for example. 
113

 Than the priority date of the patent. 
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party.   Each of these examples, all of which give rise to attacks based on 

lack of novelty, will require the leading of different facts and evidence.  

Yet, the applicant accepts that at least the issue of novelty is res judicata 

in this matter.114  Its approach is inconsistent and illogical. 

 

75 In sum, the applicant’s cause of action, that for the invalidity of the 

patent, is, on the facts, res judicata.   

 

76 Even if not res judicata in the strict sense115, it is clear that re-litigating 

the validity of a patent in the way that the applicant seeks to do 

constitutes an abuse of process.  This was also made clear in a patent 

context in Chiron Corporation and Others v Organon Teknika Ltd, 

another judgment quoted by Louw J,116 and where the facts are very 

similar to those in this matter,117 where the United Kingdom Court of 

Appeal, per Sir Thomas Bingham, said the following (at 707 – 708): 

  

 “The basic principles with which are we concerned are, for the 

purposes of resolving this application, in my view, straightforward and 

they are based, in essence, on preventing what may fairly be regarded 

as an abuse of the court’s process.  There are, I think, two 

fundamental rules.  One is that once a matter has been the subject of 

                                            
114

  Applicant’s heads of argument, p. 9, para 3.12. 
115

  And is saying this no concession is made. 
116

  In para [11] of his judgment, vol. 2, p. 172. 
117

  As in this matter, the defendants tried (in a later patent infringement action) to rely on a defence 
relating to the invalidity of the patent that they had abandoned (in an earlier infringement action).  The 
court considered the approach an abuse. 
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a final judicial decision it cannot ordinarily be re-litigated.  This rule 

rests on the principle that it is not in the interests of the parties, or in 

the public interest, that the same point should be re-litigated over and 

over again.  The second relevant rule is, as I think, that it is the duty of 

parties to any action, be they respondents or applicants, to bring 

forward their whole case when the matter is before the court …”.118 

(our emphasis) 

 

77 The principle, which is commonly referred to as the once and for all rule 

or the Henderson principle, is of general application.  As explained by 

Heher JA in Janse van Rensburg:119  

 

[27]  The scope of the 'once and for all' rule was said in 
the National Sorghum case at 241D - E to require that all 
claims generated by the same cause of action be instituted 
in one action. As I have already found that the respective 
sections do not create the same cause of action, even in 
the extended sense, it is difficult to justify the applicability 
of the rule to the facts of these appeals. Murphy J was, 
however, persuaded by a dictum from Henderson v 
Henderson (1843) 3 Hare 100 ([1843 - 1860] All ER Rep 
378) at 114 - 115 (at 381 - 382 All ER) (and the full court in 
case No 18109/2005 agreed with him), as follows: 

     
'In trying this question I believe I state the rule of the court 
correctly when I say that, where a given matter becomes 
the subject of litigation in, and of adjudication by, a court of 
competent jurisdiction, the court requires the parties to that 
litigation to bring forward their whole case, and will not 

                                            
118

 Chiron Corporation and Others v Organon Teknika Limited (No. 14) [1996] FSR 701 at 707 – 708. 
See also to the same effect Consol Ltd t/a Consol Glass v Twee Jonge Gezellen (Pty) Ltd & Another 
2005 (6) SA 23 (C) 45 D – 48 I; Janse van Rensburg & Others NNO v Myburgh & Two Other Cases 
2007 (6) SA 287 (T) 297 H – 300 G; and CTP Ltd & Others v Independent Newspaper Holdings Ltd 
1999 (1) SA 452 (W) 462 A – 465 H all of which were, again, referred to with approval by His Lordship 
Mr Justice Malan in the Clipsal case (supra), footnote 26, and in footnote 45. 

119
  Janse van Rensburg and others v Steenkamp and another; Janse van Rensburg and Others NNO v 
Myburgh and others 2010 (1) SA 649 (SCA), para [29]. 
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(except under special circumstances) permit the same 
parties to open the same subject of litigation in respect of 
matter which might have been brought forward as part of 
the subject in contest, but which was not brought forward, 
only because they have, from negligence,  inadvertence, 
or even accident, omitted part of their case. The plea of 
res judicata applies, except in special cases, not only to 
points upon which the court was actually required by the 
parties to form an opinion and pronounce a judgment, but 
to every point which properly belonged to the subject of 
litigation, and which the parties, exercising reasonable 
diligence, might have brought forward at that time.' 

   
[28]  Murphy J expressed the view (in concurrence with that of 

Blignaut J in Consol Ltd t/a Consol Glass v Twee Jonge 
Gezellen (Pty) Ltd and Another (2) 2005 (6) SA 23 
(C) ([2004] 1 All SA 1) at 46H) that 'the Henderson 
principle' is not in conflict with the approach of Botha JA 
in Kommissaris van Binnelandse Inkomste v Absa Bank 
Bpk (supra) and that 'logic and equity will justify its 
application in appropriate cases'. While that may be so, I 
think that any such application must depend on an 
understanding of its true foundations. 

 
[29]  In Arnold v National Westminster Bank plc [1991] 3 All ER 

41 (HL) at 48j Lord Keith pointed out that, 
although Henderson's was a case of action estoppel, the 
statement of the law has been held to be applicable also to 
issue estoppel. The learned Law Lord had earlier referred 
(at 48e) to Brisbane City Council v Attorney-General for 
Queensland [1978] 3 All ER 30 (PC) ([1979] AC 411) at 35 
- 36 (at 425 AC), where Lord Wilberforce said: 

'The second defence is one of res judicata. There 
has, of course, been no actual decision in litigation 
between these parties as to the issue involved in 
the present case, but the appellants invoke this 
defence in its wider sense, according to which a 
party may be shut out from raising in   a 
subsequent action an issue which he could, and 
should, have raised in earlier proceedings. The 
classic statement of this doctrine is contained in 
the judgment of Wigram VC in Henderson v 
Henderson (1843) 3 Hare 100, [1843 - 60] All ER 
Rep 378 and its existence has been reaffirmed by 
this Board in Hoystead v Taxation Comr [1926] AC 

https://jutastat.juta.co.za/nxt/foliolinks.asp?f=xhitlist&xhitlist_x=Advanced&xhitlist_vpc=first&xhitlist_xsl=querylink.xsl&xhitlist_sel=title;path;content-type;home-title&xhitlist_d=%7bsalr%7d&xhitlist_q=%5bfield%20folio-destination-name:%2705623%27%5d&xhitlist_md=target-id=0-0-0-131883
https://jutastat.juta.co.za/nxt/foliolinks.asp?f=xhitlist&xhitlist_x=Advanced&xhitlist_vpc=first&xhitlist_xsl=querylink.xsl&xhitlist_sel=title;path;content-type;home-title&xhitlist_d=%7bsalr%7d&xhitlist_q=%5bfield%20folio-destination-name:%2705623%27%5d&xhitlist_md=target-id=0-0-0-131883
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155, [1925] All ER Rep 56. A recent application of 
it is to be found in the decision of the Board in Yat 
Tung Co v Dao Heng Bank [1975] AC 581. It was, 
in the judgment of the Board, there described in 
these words (at 590): ". . . there is a wider sense in 
which the doctrine may be appealed to, so that it 
becomes an abuse of process to raise in 
subsequent proceedings matters which could and 
therefore should have been litigated in earlier 
proceedings. This reference to "abuse of process" 
had previously been made in Greenhalgh v 
Mallard [1947] 2 All ER 255 at 257 per Somervell 
LJ, and their Lordships endorse it. This is the true 
basis of the doctrine and it ought only to be applied 
when the facts are such as to amount to an abuse, 
otherwise there is a danger of a party being shut 
out from bringing forward a genuine subject of 
litigation.' 
 

[30] I respectfully agree. 
 

 

78 For reasons already given, it is clearly inappropriate, and an abuse, for 

the applicant to seek to resuscitate an attack that it elected not to argue 

at the revocation application and thus abandoned.  Even if the argument 

had not been abandoned, the argument is sought be advanced on the 

basis of the same 1992 patent considered in the judgments of Teffo J 

and the SCA.  The arguments should, clearly, have been advanced 

together.  Insofar as the new ground of invalidity based on inutility is 

concerned, there is no reason why the applicant could not have 

advanced this ground in the revocation application.  The facts pleaded in 
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support of it are not new.120  The attack has always been available to the 

applicant.   It ought not to be permitted to raise the attack now, for the 

first time, after the revocation application has been dismissed.   

     

79 For these reasons the applicant’s attempt to re-litigate the validity of the 

patent in the face of: 

 

79.1 the judgment of the SCA in the revocation application; and 

 

79.2 the legal position set out, inter alia, in Clipsal and Alcatraz and the 

cases to which reference is there made,  

 

is res judicata and, in any event, an abuse of the court process. A party 

should not be “twice harassed” (per Van Winsen AJA in Shembe), or 

“vexed twice” in the same manner. 121   To permit this attempt on the part 

of the applicant to re-litigate the issue of the validity of the patent would 

indeed lead to “absurd results”.122 

 

                                            
120

  See FA in the plea amendment application, vol. 1, p. 91, para 17 and 18.  The allegation that is made 
is that the efficacy period of the formulation claimed in the patent in suit is at variance with the 
respondents’ own stated efficacy periods in the package insert for its commercial product.  The 
evidence relied upon in support of this claim (the package insert and the patent) has, obviously, 
always been available to the applicant.  The applicant does not contend otherwise.  

121
 See Johnson v Gore Wood & Co [2002] AC 1 (“Johnson”) and Coflexip SA and Another v Stolt 
Offshore NS and Others, 2004 EWCA Civ para [147]. 

122
  In the language of Makgoka J in Alcatraz, supra, para [16]. 
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I. THE APPLICANT’S SUBMISSIONS ON THE MERITS 

 

80 It remains only to deal with certain of the submissions made by the 

applicant in their heads of argument that merit response.    

 

81 The applicant’s reliance on Bisonboard v K Braun Woodworking123 in 

paragraph 7.11 of their heads of argument is misplaced.  It is the 

respondents’ case that the applicant’s cause of action (for the invalidity of 

the patent) has been decided and therefore that the applicant may not 

plead invalidity in the infringement action.  The respondents do not 

contend that “legal proceedings” are to be terminated as a result.  The 

distinction between legal proceedings and causes of action, recognised 

in an entirely different context in Bisonboard, finds no application to our 

submissions.   

 

82 The applicant’s reliance on the judgment of this court in Janse van 

Rensburg124 is, similarly, misplaced.   

 

82.1 The previous judgment in that matter (the “Fourie judgment”) 

related to section 30 of the Insolvency Act, which renders null and 

void payments made to a creditor which were made with an 

                                            
123

  1991 (1) SA 482 (A). 
124

  Janse van Rensburg and others v Steenkamp and another; Janse van Rensburg and Others NNO v 
Myburgh and others 2010 (1) SA 649 (SCA), dealt with in the applicant’s heads of argument, p.34 – 
25, para 7.14 to 7.16. 
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intention to prefer one creditor over another and at time when 

liabilities exceeded assets.   

 

82.2 The subsequent action was brought under section 29, which does 

not require an applicant to establish an intention to 

prefer.  Section 29 requires that the disposition be shown to (i) 

have taken place within six months of sequestration; (ii) have the 

effect of preferring one creditor over another; and (iii) liabilities 

exceeded assets after the disposition.  It is then open to the 

beneficiary of the disposition to show that the disposition was 

made in the ordinary course of business and without any intention 

to prefer.    

 

82.3 The Fourie judgment prevented the liquidators in the subsequent 

action from countering the allegation by the beneficiary (which it 

would make to discharge the burden on it under the proviso) that 

there was no intention to prefer, but it did not deprive them of a 

cause of action in terms of section 29 because (i) the liquidators 

did not have to prove intention; and (ii) the beneficiary still had to 

prove that the disposition had been made in the ordinary course 

of business to succeed under the proviso to section 29.  There 

was therefore “no commonality” in the causes of action 

considered by the court.  The court also found that the sections 
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provided remedies for different circumstances (para 19). 

 

82.4 Insofar as the abuse/Henderson principle was concerned, there 

were very special circumstances which excused the liquidators 

from failing to bring the section 29 and 30 claims together, not 

least of which was the fact that the beneficiaries had not been 

party to the Fourie case and were not even aware of it.    

 

83 The facts in this appeal are different.   

 

83.1 The cause of action relied upon by the applicant in the revocation 

application was that the patent was invalid.  The same cause of 

action is now pleaded in the infringement action between the 

same parties.  Moreover, the remedy provided is the same and 

arises in a single circumstance – namely when the patent is 

invalid. 

 

83.2 There are, furthermore, no factors which militate in favour of the 

applicant insofar as the Henderson principle is concerned.  To the 

contrary, the applicant made an election not to make a conditional 

application for referral (in the alternative or otherwise) in the 

revocation application.  To try in those circumstances to 

resuscitate the obviousness enquiry in the infringement action is a 

clear abuse.  The same is true of the inutility attack, which was 
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always open to it on the facts. 

 

84 Finally, there is no merit in the applicant’s attorney’s submission,125 

based on the principles set out in Prinsloo NO and Others v Goldex 15 

(Pty) Ltd and Another,126  that none of the consequences which the 

principle of res judicata was intended to prevent find application to the 

facts here.  The repetition of lawsuits between the same parties and the 

harassment of the patentee through successive attacks on the validity of 

the patent could hardly be clearer.  There is, in addition, scope for 

conflicting judgments, in particular insofar as (i) the interpretation of the 

patent; and (ii) the interpretation of the 1992 prior art patent, are 

concerned, both of which patents will have to be interpreted in 

considering the obviousness attack on the patent, as they were by this 

court in considering the attack based on novelty.     

 

J. CONCLUSION ON THE ISSUE ON APPEAL 

 

85  Simply and succinctly:127 

 

“Res judicata is the Latin term for ‘a matter adjudged’ and is the legal 

doctrine that bars continued litigation for the same cause, between the 

                                            
125

  Vol. 3 pp. 282 – 284, paras 86 – 94 
126

  2014 5 SA 297 (SCA) at para 10.  The case dealt with issue estoppel, but nothing turns on the 
distinction (such as there is) between res judicata and issue estoppel in this appeal.  

127
  In what, at least as far as we know, is the latest judgment of the Supreme Court of Appeal on the 
issue of res judicata, Mashamaite and 36 Others v Mogalakwena Local Municipality & 2 Others (etc.) 
[2017] ZASCA 43 (30 March 2017) para 15.  
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same parties and where the same thing is demanded.128  The 

underlying rationale of the doctrine of res judicata is to give effect to 

the finality of judgments129 and an ‘avoidance of a multiplicity of 

litigation or conflicting judicial decisions on the same issue or 

issues’130”. 

 

86 As has been said by the United Kingdom Court of Appeal:131 

 

“The purpose of res judicata is not to punish a party for failing to take a 

point, or for failing to take a point properly, any more than to punish a 

party because the court which tried its case may have gone wrong.  It 

is, as explained above, to support the good administration of justice, in 

the public interest in general and in the parties’ interest in particular”.132  

 

85.     It is in these circumstances that in the event that leave to appeal be 

granted the appeal on the merits should be dismissed with costs, 

including the costs of two counsel. 

 

K. LEAVE TO FILE A REPLY 

  

87 Although the issue of the application to admit the applicant’s 74-page 

replying affidavit in the application for leave to appeal is canvassed in its 

                                            
128

  Relying on, “generally”, Molaudzi v S (2015) ZACC 20; 2015 (2) SACR 341 (CC) para 11.  Royal 
Sechaba Holdings (Pty) Ltd v Coote and Another [2014] ZASCA 85; 2014 (5) SA 562(SCA). 

129
  Relying, again, on Molaudzi, para 16. 

130
  Relying, again, on Royal Sechaba, para 21. 

131
  In the matter of Virgin Atlantic Airways Ltd v Zodiac Seats UK Ltd [2018] UKSC 46. 

132
  Per Lord Neuberger at para 55.  In the course of his judgment Lord Neuberger went on to say: “It is 
true that an unsuccessful challenge to the validity of a patent by a particular person will normally give 
rise to a res judicata to prevent that person raising another challenge, but …” (para 61). 
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practice note,133 it is not addressed in the heads of argument, and no 

relief is sought in relation to the filing of a reply.134  

 

88 The reply is, however, already before this court in the form of the 

founding affidavit seeking leave to file a reply. In this regard, everything 

bar paragraphs 3 to 15 of the founding affidavit (in the application for 

leave to file a reply) is the replying affidavit in the application for leave to 

appeal that the applicant tried to file but were not permitted to file in this 

court.135  The filing of the application for leave to file a reply is thus a 

transparent attempt to circumvent the rules of this court, not only as to 

the filing of a reply (per se) but also as to its content.   

 

89 Insofar as the content is concerned, aside from the fact that the 74-page 

affidavit repeats almost every allegations made in the founding affidavit, it 

is significant that the applicant “relies” on the legal submissions (which 

are clearly not subject matter for a reply) made in its replying affidavit 

(founding affidavit in the application for leave to file a reply) in paragraph 

4.26 (read with footnote 42), on page 20, and paragraph 9.1 (read with 

footnote 84), on page 42, of its heads of argument.   This is done in 

circumstances where the “replying affidavit” (itself) is not part of the 

                                            
133

  See paragraph 3.1.1.1. of the practice note. 
134

  The order sought is set out in paragraph 12.7 of the applicant’s heads of argument. 
135

  A mammoth 74-page affidavit that runs from p. 352 of the record.  Everything after paragraph 15 (p. 
356) is the reply.  See, in this regard, the respondents’ answer, vol. 5, p. 427, para 5. 
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record.136 

 

90 As the application for leave to file a replying affidavit is clearly yet another 

abuse, we ask that it be dismissed with costs on the attorney-own-client 

scale.  

 

L Bowman SC 

G Marriott 

20 February 2019 

 

                                            
136

  This said, we point out that these are the only references made in the applicant’s heads of 
argument to the affidavit made on behalf of the applicant in the application for leave to admit a 
replying affidavit. Indeed, the only other references to the record insofar as it relates to the 
application for leave to appeal are in para 5.5, read with footnotes 48 and 49, on p. 23, and in para 
5.12, read with footnotes 55 and 56, on p. 25, of the applicant’s heads of argument, all of these 
references being to the respondents’ answering affidavit in the application for leave to appeal. 


