
IN THE CONSTITUTIONAL COURT   

FOR THE REPUBLIC OF SOUTH AFRICA 

Case No. CCT212/2018 

Case No. (Patent No.) 98/10975 

SCA Case No. 617/18   

                         

In the matter between: 

ASCENDIS ANIMAL HEALTH (PTY) LTD  

formerly CIPLA AGRIMED (PTY) LTD                Appellant/Defendant  

and 

MERCK SHARPE DOHME CORPORATION                 First Respondent/Plaintiff  

MERIAL LIMITED (MERIAL LLC)    Second Respondent/Plaintiff 

MERIAL SOUTH AFRICA (PTY) LTD       Third Respondent/Plaintiff  

______________________________________________________________________________ 

APPELLANT’S PRACTICE NOTE  

IN ACCORDANCE WITH PRACTICE DIRECTION 5 

______________________________________________________________________________ 

 

1. THE PARTIES 

The names of the parties and the case number appear above; 



2 
 

2. THE NATURE OF THE PROCEEDINGS 

 

This is an application for leave to appeal to the Constitutional Court against the 

judgment of the Commissioner of Patents in relation to the both parties’ applications 

to amend their pleadings in patent infringement proceedings which held that the 

question of the invalidity of the patent was res judicata.  This finding precludes the 

appellant from pursuing remaining challenges to the validity of the respondents’ 

patent and finally decides the infringement claim.  The appeal is also against the 

Commissioner’s refusal of leave to appeal and the subsequent refusal of leave to 

appeal by the Supreme Court of Appeal.   

Should leave be granted the appellant has been directed to argue the merits of the 

appeal. 

 

3. THE ISSUES TO BE ARGUED 

3.1.1 Procedural Issues: 

3.1.1.1 The appellant’s application that it be given leave to file the 

replying affidavit (the content of which is virtually identical to 

the founding affidavit in the application for leave to file the 

replying affidavit); 

3.1.1.2 The application for leave to appeal; 

3.1.1.3 The appeal itself, in the event that leave to appeal is granted (in 

accordance with the Directions Dated 4 December 2018); 
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3.1.1.4 The costs occasioned by the amendment applications, the leave 

to appeal applications to the Commissioner of Patents, the 

Supreme Court of Appeal and to this Honourable Court as well 

as the costs of the appeal, if leave is granted; 

 

3.1.2 The merits of the appeal and application for leave to appeal concern the 

following: 

3.1.2.1 Whether the appellant’s application for an amendment to its 

plea in patent infringement proceedings should have been 

refused; 

3.1.2.2 Whether the respondents’ amendment to their replication in 

the same proceedings should have been granted; 

3.1.2.3 Whether the appellant’s procedure in the original revocation 

proceedings to separate the two grounds of revocation, 

novelty and obviousness, was improper; 

3.1.2.4 Whether as a consequence of the procedure adopted at the 

revocation hearing the appellant should be held to have 

abandoned the second ground of revocation, namely 

obviousness; 

3.1.2.5 Whether this finding justified a conclusion that the undecided 

defences in the infringement action, and hence the question of 

the invalidity of the patent, are res judicata; 
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3.1.2.6 Whether a procedural default, if it be such, in revocation 

application proceedings could affect the merits of the 

defences in the separate infringement action.  

 

4. PORTIONS OF THE RECORD THAT ARE NECESSARY FOR THE 

DETERMINATION OF THE MATTER 

 

VOLUME 1 

4.1 Vol 1 pp 3-9 

4.2 Vol 1 pp 11-39 

4.3 Vol 1 pp 44-50 

4.4 Vol 1 61-70 

4.5 Vol 1 pp 71-73 

4.6 Vol 1 pp 79-92 

 

VOLUME 2 

4.7 Vol  2 pp 97-145 

4.8 Vol 2 pp 150-202 

 

VOLUME 3 

4.9 Vol 3 pp 203-296 

 

VOLUME 4 
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4.10 Vol 4 pp 302-342 

4.11 Vol 4 pp 349-400 

 

VOLUME 5 

4.12 Vol 5 pp 401-447 

 

 

5. ESTIMATE OF DURATION OF ORAL ARGUMENT 

Three hours 

 

6. SUMMARY OF THE ARGUMENT  

 

6.1 The appeal arises out of the Commissioner’s refusal to allow an 

amendment to the appellant’s plea in a patent infringement action which 

sought to introduce an additional ground of invalidity of the patent.   It 

also concerns the granting of leave to the respondents to amend their 

replication to include a plea of res judicata.  The Commissioner held that 

the invalidity of the patent was res judicata between the parties thereby 

finally deciding  the invalidity proceedings, even though the merits of the 

challenges to invalidity had not been decided. 

 

6.2 At an earlier revocation hearing the appellant separated two grounds of 

invalidity so that the novelty challenge could be decided on the papers 
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ahead of the obviousness challenge, which required oral evidence.  

Separation was in the circumstances convenient.  The patent was revoked 

by the Commissioner on the ground of lack of novelty and this was 

reversed on appeal to the SCA. 

 

6.3 The respondents thereafter asserted that the question of invalidity was res 

judicata and that no further challenges could be pursued.  This point 

formed the basis of the dispute in the amendment applications.  The 

Commissioner held that invalidity was res judicata.  He also held that the 

separation procedure adopted at the first hearing was defective so that the 

appellant had abandoned any further challenges to the patent. 

 

6.4 The first issue to be decided is the application for leave to appeal.  This 

should be granted as the questions arising include constitutional matters, 

namely, the right to a fair trial and a hearing on the merits of the disputes 

between the parties.  It also concerns law of general application, namely 

the law of separation of issues and whether procedural points should 

protect a patent registration and the monopoly derived therefrom, 

particularly where good grounds for invalidity are pleaded, but never 

decided on their merits. 

 

6.5 The Commissioner has extended the application of res judicata well 

beyond any previous application of the rule under the common law.  He 

also ignored the common law and  SCA precedent which, if properly 
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read, provides, by necessary implication, that the different sections in the 

Patents Act dealing with invalidity constitute individual causes of action.  

The Commissioner has erred in describing the cause of action in general 

terms as “invalidity of the patent”, no matter which section is relied upon. 

 

6.6 The Commissioner also erred in holding that the separation procedure 

was defective.  There is no impediment in our law to an oral application 

at the hearing to request that the conveniently separable issues be 

separated and that one be heard before the other.  That the separation of 

the two grounds is what the appellant sought is capable of no other valid 

interpretation. 

 

6.7 The Commissioner erred in finding that res judicata applied due to what 

was held to be a procedural defect in the revocation application, which 

was also held to be an abandonment of further challenges to validity of 

the patent.  The principles applicable to abandonment do not support this 

finding. 

 

6.8 The Commissioner erred further in holding that a procedural error, if it be 

such, in the revocation matter could preclude the appellant from raising 

invalidity defences in separate action proceedings. 

 

6.9 The approach adopted by the Commissioner favoured the retention of the 

patent on the register of patents for what are essentially procedural 
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reasons  and deprived the appellant of the opportunity to challenge the 

patent on two grounds, the merits of which will never be tested. 

 

6.10 This approach runs contrary to the principles underlying South African 

law in general and patent law in particular where the monopoly afforded 

by the registration of a patent is conditional upon the patent protecting a 

real and valid invention.  Where the state provides no examination 

procedure to confirm validity prior to registration, every opportunity to 

challenge a registration should be afforded to competitors in the industry 

so that invalid patents do not remain on the register.  In these 

circumstances the merits should always be tested and the patent should 

not be saved on procedural grounds alone. 

 

 

6.11 This approach deprived the appellant of the constitutional right to a fair 

and proper hearing on the question of patent invalidity.  It added an 

unwarranted layer of protection to the respondents’ patent registration 

and undermined free market principles, providing an artificial barrier to 

free trade by precluding a challenge to the patent’s validity for no good 

reason. 

 

6.12 If the appellant is correct on the issue of res judicata, then there was no 

basis for the refusal of its amendment application, to include a third 

ground of invalidity and furthermore no basis for permitting the 
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respondents to include the legally unsustainable averment in their 

replication that all the challenges to the patent are res judicata. 

 

6.13 The res judicata rule is a point of law of general public importance, as is 

the extent of the protection to be given to the continued registration of a 

patent concerning which serious charges of invalidity have been made. 

 

6.14 Similarly the correct interpretation of the separation of issues rules and 

requirements and the principles applicable to the abandonment of 

defences are matters of general public importance. 

 

6.15 It is in the interests of justice that the common law of res judicata and 

abandonment be returned to the state in which they were prior to the 

Commissioner’s judgment. 

 

6.16 Furthermore, circumstances exist which require the amelioration of the 

res judicata rule as the application of the rule is unfair and there is 

established precedent for holding that where unfairness arises, the rule 

should not be applied. 

 

6.17 Should leave to appeal be granted, the appellant will ask that the appeal 

be decided in its favour. 

 

 

7. LIST OF AUTHORITIES ON WHICH PARTICULAR RELIANCE 

WILL BE PLACED DURING ARGUMENT 
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7.1 CC v CM 2014 (2) SA 430 (GJ) at p 435 paras 25-27 

7.2 Sibeka and Another v Minister of Police and Others 1984 (1) 

SA 792 (W) at p 795 

7.3 Lufuno Mphaphuli &  Associates (Pty) Ltd v Andrews and 

Another 2009 (4) SA 529 (CC) at para 81 

7.4 Janse van Rensburg and Others v Steenkamp and Another; 

Janse van Rensburg and Others NNO v Myburgh and Others 

2010 (1)SA 649 (SCA) at para 25 

7.5 Prinsloo NO and Others v Goldex 15 (Pty) Ltd and Another 

2014 (5) SA 297 (SCA) at [10] 

7.6 Firstrand Bank Ltd t/a First National Bank v Fondse and 

Another (A5027/2016) [2017] ZAGPJHC 184 (23 June 2017) 

at para 38-39  


