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1. THE PARTIES  

 

1.1 The appellant is Ascendis Animal Health (Pty) Ltd
1
.  It trades in livestock 

remedies in competition with the respondents and has applied to revoke the 

respondents’ patent.   

 

1.2 The first and second respondents are the joint patentees of South African 

Patent 98/10975 (“the patent”), a remedy for treating parasites in livestock.  

                                                           
1
  Vol 1 pp 3-5 Statement of Particulars in revocation proceedings 
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The third respondent is a licensee.  The respondents are the plaintiffs in the 

patent infringement action giving rise to this appeal
2
. 

 

2. INTRODUCTION TO THE APPEAL 

 

2.1 This is an application under Rule 19 for leave to appeal against the 

judgment of the Commissioner of Patents refusing an amendment sought 

by the appellant
3
 and granting one sought by the respondents

4
.   

 

2.2 Both orders were premised on a finding that res judicata precluded further 

challenges to the validity of the patent.  The judgment
5
 therefore finally 

decided the infringement action and, by extension, the appellant’s 

revocation application.  The Court a quo and the SCA refused leave to 

appeal
6
.   

 

2.3 The Court a quo erred by extending the application of res judicata (and 

issue estoppel) beyond the established limits of the plea and imposed it 

                                                           
2
  Vol 1 pp 44-45 Particulars of Claim in Interdict proceedings 

3
  Vol 1 p 71 Notice of Intention to Amend Plea and p 83 Notice of Motion 

4
  Vol 2 p 125 Notice of Intention to Amend Replication; p 133 Notice of Motion; p 129 Objection 

5
  Vol 2 p 194 Amendment application judgment by Patent Commissioner (Court a quo) 

6
  Vol 3 p 211 Court a quo refusal of leave and p 246 SCA refusal of leave 
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despite the requirements not having been met.  In so doing the Court a quo 

altered the common law and failed to follow precedent.     

 

2.4 The Court a quo also erred in holding that all of the grounds of patent 

invalidity provided for in the sub-sections of the Patents Act 57 of 1978 

(“the Act”) constitute one cause of action, namely invalidity of the patent, 

notwithstanding that each ground requires proof of different facts.   

 

2.5 In support of these findings, the Court a quo held that the appellant had not 

properly applied to separate its claim, for revocation based on obviousness, 

from its claim based on lack of novelty at a prior hearing in the revocation 

application.  In so doing the Court erred. The result is that a procedural 

issue in the revocation application deprived the appellant of defences in the 

separate infringement action. 

 

2.6 While this is an application for leave to appeal, we have been directed to 

provide written argument on the merits of the application
7
.   These heads of 

argument will therefore deal with both the application for leave and with 

the merits of the appeal.  The specific grounds of appeal are set forth in the 

                                                           
7
  Vol 5 p 445 Chief Justice’s Directions Dated 4 December 2018 
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founding affidavit and the notice of application for leave to appeal to the 

Court a quo
8
. 

 

 

3. THE RELEVANT HISTORY 

 

3.1 In June 2011 the appellant instituted patent revocation proceedings, in the 

prescribed application format, in terms of section 61(1) of the Patents Act
9
 

(“Act”).  Two grounds of invalidity were pleaded relying on two sub-

sections: the alleged invention was not new in terms of ss 25(5) and 25(6) 

(lack of novelty); and there was no inventive step under s 25(10) 

(obviousness)
10

.  There are numerous wholly discrete grounds for revoking 

a Patent set out in Section 61(1) as read with Section 25 of the Act. 

 

3.2 In October 2011 the respondents instituted an action against the appellant 

to interdict alleged patent infringement and for damages
11

.  The appellant 

defended the action pleading invalidity on the same grounds
12

. The co-

existence of two such proceedings is permissible in the Act and is not 

                                                           
8
  Vol 3 p 251 et seq; Vol 3 p 203 Notice of Application for Leave to Appeal in the Court a quo 

9
  Vol 1 p 1 Application for Revocation  

10
  Vol 1 p 4 Application for Revocation 

11
  Vol 1 p 40 Combined Summons 

12
  Vol 1 p 61 Plea to Infringement Action 
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unusual.  The distinction being that revocation proceedings are required to 

proceed on affidavit. 

 

3.3 Revocation removes the patent from the Patents Register, a remedy in rem. 

Invalidity defences in the infringement action do not remove the patent
13

, 

but constitute defences to the action.  Revocation is governed by s 61 and 

invalidity by s 65(4) of the Act. 

 

3.4 The respondents’ stayed their infringement action pending the co-pending 

application for revocation
14

.   At the revocation hearing on motion before 

Teffo J, the appellant requested the Commissioner, without bringing a 

formal application, to hear the lack of novelty claim and to stay the 

inventiveness claim
15

.   

 

3.5 The appellant’s revocation heads of argument informed the Commissioner 

in advance of its intention to proceed at the hearing with novelty only and 

to hold over the hearing of the obviousness claim.  Louw J in subsequent 

interdict proceedings quoted from them
16

: 

                                                           
13

  Burrell SA Law of Patents and Design Third Edition p 349 para 7.13.4 
14

  Vol 2 p 165/2 Judgment of Louw J   
15

  This will be dealt with in detail hereinbelow in Chapter 5 
16

  Vol 2 pp 167-168/ 4 Judgment of Louw J  
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"Should the above Honourable Court find that the invention was not new, and the 

patentees thereafter apply for an amendment of the claims of the 1998 patent, 

then and in that event, application will be made for the matter to be referred for 

the hearing of oral evidence on the second challenge to the patent, namely that 

the patent be revoked on the ground of obviousness. 

 

Similarly, if the above Honourable Court finds that the lack of novelty objection 

to the patent is unfounded, the challenge to the patent will continue on the basis 

of obviousness, and oral evidence will then be required to resolve the issue. 

 

The present hearing, however, is confined to the issue of anticipation only 

and no oral evidence is required to decide this question. … 

In the premises, depending on the nature of any future amendment, the 

question will either remain one of prior disclosure, or, assuming that the 

prior disclosure objections are satisfied by the amendment, the question will 

move to inventiveness or obviousness and the evidence of expert witnesses will 

then be required to resolve the issue. In this event, Cipla will apply for the matter 

to be referred to oral evidence and the right to supplement of its papers. 

The application for referral to oral evidence is therefore conditional upon events 

which are yet to occur and will not be brought at this stage." 

 

3.6 Separation made practical sense and was convenient.  Louw J, in his 

judgment in the interdict application, confirmed this.  Novelty could be 

decided on the papers alone, whereas obviousness required oral evidence 

from experts
17

.   Also, ultimate success based on lack of novelty would 

have rendered the patent invalid and terminated all proceedings.   

                                                           
17

  Vol 2 p 173/ 12 Judgment of Louw J in the interdict application.  So too the Court a quo Vol 2 p 195/3 
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3.7 Teffo J revoked the patent for want of novelty
18

.  The judgment made no 

mention of the obviousness claim.  On appeal the SCA set aside the 

revocation and reinstated the registration
19

.  This judgment too was 

confined to the novelty challenge.  

 

3.8 Two important facts arise from the revocation judgment and from the ambit 

of the appeal.  Firstly, the respondents’ application for leave to appeal made 

no mention whatsoever of the obviousness issue.  The appeal was confined 

to revocation for lack of novelty and was not brought against the fact that 

Teffo J had not dismissed the obviousness claim.   

 

3.9 Secondly, it is common cause that there has been no decision by the 

Commissioner of Patents on the merits of the obviousness challenge, 

whether in the revocation application or the action proceedings
20

.  Equally, 

as it does not form part of the pleadings, there is no decision on the merits 

of the inutility challenge to validity which the appellant wishes to add to 

the plea in the infringement action.   

 

                                                           
18

  Vol 1 p 11 Judgment of Teffo J 
19

  Vol 1 p 22-39 Judgment of SCA 
20

  Vol 1 p 89/10 FA in Appellant’s amendment application; Vol 2 p 106/31 Respondent’s Opposing Affidavit  
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3.10 Nevertheless, after the SCA judgment, the respondents demanded that the 

appellant concede overall defeat on the basis that the SCA judgment had 

finally determined that the patent was valid
21

.  They argued that invalidity 

of the patent was now res judicata and also, because there was no formal 

separation application, that the appellant had abandoned its right to proceed 

with other challenges to validity
22

. 

 

3.11 No reasonable reading of the written argument can support an intention to 

abandon.  It was clearly never the appellant’s intention and it expressly 

reserved the right to rely on obviousness if necessary.  The appellant never 

abandoned the obviousness attack on the validity of the patent.  After all it 

was still a ground pleaded and alive in the action for infringement. Even the 

Court a quo confirmed the appellant’s stated intention to resort to 

obviousness later, if necessary
23

.   

 

3.12 The appellant did not accede to this demand as it intended to continue to 

defend the infringement action.  It applied to amend its plea in the 

infringement action to remove the defence of lack of novelty, which is now 

res judicata, and to add an additional defence, that the patent is invalid for 

                                                           
21

  Vol 2 p 114 letter dated 3 December 2015; Vol 2 p 103/22 Respondent’s affidavit opposing amendment 
22

  Vol 2 p 105/27 affidavit opposing the amendment; Vol 2 p 162 first mention of abandonment April 2016 
23

  Vol 2 p 195/3-4 Judgment of Commissioner a quo;  Vol 2 p 169/6 Judgment of Louw J  
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inutility
24

.  The respondents also applied to amend their replication to plead 

that all challenges to their patent are res judicata
25

. 

 

3.13 Both amendment applications were heard simultaneously.  As respondents 

stated in their heads of argument “the same issues arise for determination 

… namely whether or not a final judgment (in this case by the SCA) on the 

question of whether or not a patent is invalid for novelty renders the 

question of whether or not the patent is invalid (on any ground) res 

judicata as between the parties”.  The nub of this appeal is whether or not 

all grounds of invalidity are res judicata and whether the appellant may still 

pursue further invalidity defences to the infringement action. 

 

3.14 The Court a quo refused
26

 the appellant’s amendment and granted the 

respondents’ amendment, thereby deciding the infringement action in 

favour of the respondents.  The Court a quo also held that there is no merit 

in the argument that each ground for revocation in the Patents Act 

constitutes a separate cause of action.  It found
27

 that the cause of action is 

the invalidity of the patent.   

 

                                                           
24

  Vol 1 p 71 Notice of Intention to Amend 
25

  Vol 2 p 125 Notice of Intention to Amend 
26

  Vol 2 p 201 Judgment a quo 
27

  Vol 2 p 198 paras 13 to 15 Judgment a quo 
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3.15 It also found
28

 that the appellant had abandoned the obviousness ground of 

invalidity and, notwithstanding the evidence to the contrary, that “neither 

Teffo J., nor the [respondents] were aware of any reservation on the part of 

the [appellant] to rely upon that ground of alleged invalidity of the 

patent”
29

.  

 

3.16 While this appeal therefore ostensibly concerns two amendment 

applications, the Court a quo finally decided the infringement action, 

holding that ”the validity of the patent is res judicata between the 

parties”
30

.  The Court a quo has thus finally determined the revocation 

application too.    

 

3.17 The appellant has been deprived of two challenges to validity in the 

infringement action, without consideration of the merits.  This is unique in 

that the infringement action has been decided as a consequence of a 

procedural issue in the separate revocation application.       

 

                                                           
28

  Vol 2 p 199 para 17 and para 22 Judgment a quo 
29

  Vol 2 p 199/17 Judgment a quo 
30

  Vol 2 p 201 para 22 Judgment a quo 
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3.18 As a consequence, the respondents’ patent is immune to serious allegations 

and evidence of invalidity and it will support a claim for damages against 

the appellant due to a procedural question in the revocation matter.   

 

4 THE APPLICATION FOR LEAVE TO APPEAL 

 

4.1 The appeal should be considered within the context of the disapproval of 

monopolies in our law, as is evident from the preamble to the Competition 

Act 89 of 1998.  Legislative provisions give expression to the community's 

legal convictions
31

.  

 

4.2 The SCA in Cochrane Steel
32

 recently referred to the judgment in 

Gründlingh
33

 which confirmed “the importance of a free market and strong 

competition in our economic system”. 

 

4.3 In Triomed v Beecham Group
34

 the Court held that: “Artificial barriers to 

free competition are precluded by laws relating to competition in most free 

                                                           
31

  Cochrane Steel Products (Pty) Ltd v M-Systems Group (Pty) Ltd and Another  2016 (6) SA 1 (SCA) para 

19 
32

  Cochrane Steel Products (Pty) Ltd v M-Systems Group (Pty) Ltd and Another 2016 (6) SA 1 (SCA) para 

19 
33

  Gründlingh and Others v Phumelela Gaming and Leisure Ltd [2005] 4 All SA 1 (SCA) ([2005] ZASCA 62) 

paras 40 and 41 
34

  Triomed (Pty) Ltd v Beecham Group plc and Others 2001 (2) SA 522 (T) at p 542 
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market economies, including South Africa, and a particular monopoly must 

as a matter of principle be justified in the public interest.” 

 

4.4 Bearing in mind the nature of the patented livestock remedy, which is a 

treatment for external parasites, there must be good reasons for permitting a 

monopoly over this treatment in our economy and it should not be allowed 

where this is not justified under the Act. 

 

4.5 In the UK Cornish et al confirmed that “No system grants valid patents for 

inventions that are already known: that would be to encumber industry 

with constraints upon the use of information without sufficient return”
35

.  

 

4.6 Patent registration provides a commercial monopoly and inhibits the ability 

of competitors to exploit the new invention.  The monopoly is the quid pro 

quo granted to the patentee in exchange for making the knowledge public
36

. 

The consequences of the judgment a quo will be experienced by the general 

body of patentees and those who wish to compete with them. This is a 

material public interest. 

 

                                                           
35

  Cornish, Llewelyn and Aplin Intellectual Property: Patents, Copyright, Trade Marks and Allied rights. 

Seenth Edition p 191 
36

  Letraset Ltd v Helios Ltd 1972 (3) SA 245 (A) at 2469-E 
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4.7 The patent registration system in South Africa is not examination-based.  

Patents are registered on good faith without institutional evaluation.  The 

only vetting is performed by potential competitors.  This differs from the 

systems in the United States
37

 and both Europe and Britain, where patent 

offices conduct examinations to confirm patentability so as to avoid 

monopolies where these are not justified.  As Cornish et al put it “[a]t the 

heart of the European and British systems lies a compulsory examination of 

the alleged invention”
38

. 

 

4.8 Justification for the patent monopoly rests in the invention meeting the 

requirements for validity set forth in the Act.  

 

4.9 While the requirements are similar in most countries, the fact that our 

system affords patent protection, and a monopoly, without examination 

constitutes an inherent bias in favour of patentees, who may register patents 

that have no merit without constraint and thereby fail to pay the “price” for 

their monopoly. 

 

                                                           
37

  US Patent Examining Procedure under the US Patent and Trademark Office 
38

  Cornish, Llewelyn and Aplin Intellectual Property: Patents, Copyright, Trade Marks and Allied rights. 

Seventh Edition p 168 
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4.10 This inherent bias is counter-balanced by the permissive invalidity 

provisions of the Act which provides at section 61 that: “Grounds for 

application for revocation of patent (1) Any person may at any time apply 

in the prescribed manner for the revocation of a patent on any of the 

following grounds only, namely-“ (emphasis added) 

 

4.11 The aim of the present system is thus to afford to those who have the 

resources to challenge a registered patent the fullest opportunity of doing 

so, at any time, so as to limit invalid patents remaining on the register. 

 

4.12 The rigid interpretation of the questions of procedure and res judicata by 

the Court a quo favours the underlying bias in the system.  An approach 

that affords every opportunity of testing validity should be favoured, 

particularly as it is society at large and commercial competitors, who carry 

the burden of doing so.  The Court a quo failed to consider this context and 

permitted the patent to survive without its merits ever being tested.  This is 

contrary to the interests of justice. 

 

4.13 The appeal therefore raises arguable points of law of general public 

importance and concerns the unconstitutional deprivation of the appellant’s 
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right to defend itself in a patent infringement action instituted by the 

respondents. 

 

4.14 The appellant also relies on section 34 of the Constitution - which provides 

that: “Everyone has the right to have any dispute that can be resolved by 

the application of law decided in a fair public hearing before a court or, 

where appropriate, another independent and impartial tribunal or forum”. 

It has been deprived of this right by the judgment a quo. 

 

4.15 The fact that the judgment a quo will put an end to litigation, while not in 

itself definitive, does constitute one of the factors to be considered by the 

Court, which involves weighing the potential injustice to the parties either 

way.  Here the balance is between deprivation of the right to defend the 

action versus the consequences of separating two claims into two hearings. 

 

 

4.16 It has been held that the fact that the decision to be made concerns the right 

of access to court which, in the context of civil proceedings, is often 

referred to as the right to a fair trial, provides sufficient basis for holding 
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that this Court has jurisdiction
39

.  Res judicata or issue estoppel implicate 

the right of access to court and this is a constitutional issue. 

 

4.17 It is in the interests of justice that the common law be returned to its 

previous position with respect to res judicata and issue estoppel.  It is also 

in the interests of justice that the appellant be given an opportunity to 

defend itself in the infringement action and to raise the as yet untested 

grounds of invalidity.  The judgment a quo furthermore limits the 

appellant’s rights to trade freely as afforded by section 22 of the 

Constitution.  

 

4.18 A reasonable prospect that the Court will reverse the judgment appealed 

against is an important factor, although not necessarily decisive. 

Ultimately, the enquiry involves a judgment based on the particular 

circumstances of each case.  In this matter there are also reasonable 

prospects of success and it is accordingly in the interests of justice that 

leave to appeal be granted. 

 

                                                           
39  Helen Suzman Foundation v Judicial Service Commission 2018 (4) SA 1 (CC) para 10; Mtokonya v 

Minister of Police 2018 (5) SA 22 (CC); Off-Beat Holiday Club and Another v Sanbonani Holiday Spa 

Shareblock Ltd and Others2017 (5) SA 9 (CC) at para 22 
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4.19 This matter engages the jurisdiction of this Court as it involves a 

constitutional challenge to the development of the common law by the 

Court a quo.  Furthermore, it raises arguable points of law of general public 

importance.  These are: the scope of the res judicata rule; the proper 

procedure for the separation of issues; and whether the procedural 

questions should deprive the appellant of defences and the right to access to 

the courts.   

 

4.20 This Court is also enjoined to consider the degree of procedural protection 

that should be afforded to patentees when the validity of their patents is 

challenged and the consequences of over-protection.  These are issues of 

great importance to the appellant, the public and patentees in general.   

 

 

4.21 Leave to appeal should be given where the application raises a 

constitutional issue and where it is in the interests of justice to grant leave 

to appeal
40

.  

 

4.22 A decision by this Court is likely to clarify the new matter of the scope of 

rule of res judicata.  The decision would be in the public interest because it 

                                                           
40

  Ahmed and Others v Minister of Home Affairs and Another 2019 (1) SA 1 (CC) at para 22; Section 

167(6)(b) of the Constitution; Rule 19(2) of the Constitutional Court Rules; 
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is likely to be of practical value to patentees and those in commerce and 

industry whose trade is limited by the registration of patents.  There are no 

significant disputes of fact and the evidence is sufficient. 

 

4.23 The respondents’ complaint is also that this issue was not previously raised 

as a constitutional issue.  Until the judgment which has been appealed 

against was handed down there was no application of the principles 

governing res judicata or issue estoppel in this manner.  (The decision by 

Louw J in the interdict application was an interim order).  It was therefore 

not possible, before the Court extended the scope of these concepts far 

beyond that which had been applied before, to raise a constitutional issue.  

The issue did not exist. 

 

4.24 The respondents rely on the passage from the judgment in SABC v NPA
41

 

in support of their argument for a very high level of error on the part of the 

Court a quo before this Court will overturn a decision of the lower court.  

What is missing from the quotation, however, is the introductory passage to 

the same paragraph which establishes the context.   

 

                                                           
41

  South African Broadcasting Corporation Limited v National Director of Public Prosecutions and Others 
2007 (1) SA 523 (CC) at para 95 
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4.25 This is not an appeal against the exercise of a discretion in the strict sense 

and this Court is not bound by the limitations applicable to such appeals.  

The SCA decision under review was a decision involving the SCA’s power 

to protect and regulate its own process and the Constitutional Court held 

that its power to interfere was a narrow power.   

 

4.26 We have dealt with the authorities relied upon by the respondents in 

opposing the application for leave to appeal in the application to admit a 

replying affidavit
42

. On this issue, as with the res judicata issue, the 

                                                           
42

  Vol 4 p 374 et seq Appellant’s application for leave to file a replying affidavit; re  Newlands 

Surgical Clinic (Pty) Ltd v Peninsula Eye Clinic (Pty) Ltd 2015 (4) SA 34 (SCA)  para 13 - 

jurisdiction of the SCA on appeal; Vol 4 p 378/93 et seq re Fraser v ABSA Bank Ltd (NDPP as 

amicus curiae) 2007 (3) SA 484 (CC) paras 35-38; Vol 4 p 380/97 re Carmichele v Minister of 

Safety and Security and Another (Centre for Applied  C  Legal Studies Intervening) 2001 (4) SA 

938 (CC); Vol 4 p 380/100 re Prince v President, Cape Law Society & others 2001 (2) SA 388 

(CC) para 22; Vol 4 p 381-381 re Satchwell v President of the Republic of South Africa and 

Another 2003 (4) SA 266 (CC): the point was raised in the context of an application for 

direct access to the Constitutional Court; Phenithi v Min of Education Phenithi v Minister of 

Education and Others 2003 (11) BCLR 1217 (CC) at para 5: this too was an application for 

direct access and the possibility of factual disputes existed; Dormehl v Minister of Justice 

and Others 2000 (2) SA 987 (CC): dealt with a direct access application; Christian Education 

South Africa v Minister of Education 1999 (2) SJ B (CC): dealt with an application for direct 

access to this Court; Bruce and Another v Fleecytex Johannesburg CC and Others 1998 (2) 

1143(CC) also dealt with an application for direct access. Vol 4 p 384/114 South African 

Broadcasting Corporation Limited v National Director of Public Prosecutions and Others 2007 ( 

I) SA 523 (CC) at para 95 re the degree of error required; Vol 4 p 385/116 Bookworks (Pty) Ltd v 

Greater Johannesburg Transitional Metropolitan Council and Another 1999 (4) SA 799 (W) at 

808B re very high degree of error; Vol 4 p 385/116 Naylor v Jansen [2006] SCA 92 (RSA) para 

14 re nature of discretion and the other cases dealt with in that affidavit. 
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analysis reveals that the cited authorities cited do not in fact support the 

arguments which are said to have been supported by those judgments.  

 

4.27 The application for leave to appeal is against the whole of the judgment and 

order of the Court a quo of 23 March 2018, sitting as the Commissioner of 

Patents, when that Court refused the appellant’s application to amend its 

plea and granted leave to the respondents to amend their replication.  

 

4.28 The application is also for leave to appeal the SCA’s refusal of leave to 

appeal from the Court of the Commissioner of Patents
43

 with costs, dated 

27 July 2018 and handed down on 30 July 2018. 

 

5.  THE SEPARATION OF ISSUES 

5.1 Under this heading we will show that: the separation procedure adopted by 

the appellant was not defective; separation was convenient and desirable in 

the circumstances; separation does not give rise to res judicata of the 

remaining issues; and that even if the procedure had been defective, the 

merits of allowing a separation should triumph over any formal defects. 

 

                                                           
43

  Vol 3 p 246 SCA Order dismissing application for leave to appeal  
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5.2 The general principle is that a separation of issues should be permitted 

where this is convenient.   The “court is obliged to order separation unless 

it determines that the issues cannot be conveniently separated”
44

.  

Separation in terms of Rule 33(4) of the Uniform Rules
45

 should be granted 

unless the respondent can satisfy the court that the separation application 

should not be granted.   

 

5.3 An important consideration is whether or not a preliminary hearing of the 

separated issues is likely to materially shorten the proceedings.  The 

convenience must be demonstrated and sufficient information must be 

placed before the Court to enable it to exercise its discretion in a proper and 

meaningful way
46

.  As mentioned already, it has been found that in this 

matter separation would have been convenient
47

. 

 

 

5.4 The Court a quo failed to consider that the merits favoured a separation.   

The novelty challenge was capable of determination on the papers, whereas 

                                                           
44

  CC v CM 2014 (2) SA 430 (GJ) at p 435 paras 25-27 
45

  Rule 33(4) of the Uniform Rules of Court provides: 

 'If, in any pending action, it appears to the court mero motu that there is a question of law or fact which 

may conveniently be decided either before any evidence is led or separately from any other question, the 

court may make an order directing the disposal of such question in such manner as it may deem fit and 

may order that all further proceedings be stayed until such question has been disposed of, and the court 

shall on the application of any party make such order unless it appears that the question cannot 

conveniently be decided separately.' 
46

  Denel (Edms) Bpk v Vorster 2004 (4) SA 481 (SCA) ((2004) 25 ILJ 659 
47

  Vol 2 p 173/12 Judgment of Louw J in the interdict application 
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the obviousness challenge requires oral evidence from foreign-based 

experts.  A final declaration of invalidity on the ground of lack of novelty 

would have resolved the revocation application, obviating a hearing on 

obviousness.   

 

5.5 There is no overlap in the requirements for novelty and obviousness, the 

tests and the evidence are entirely different.  The respondents’ belated 

argument
48

, raised for the first time in August 2018, that separation would 

not be convenient and that there is scope for conflicting judgments, has no 

merit.  This much is implicit in their own concession that the different 

grounds of invalidity require different evidence
49

. 

 

5.6 A formal application to separate is only required for a separation under 

Rule 33(4) - where there is no agreement to separate - “if the matter is not 

at that moment before a Judge on trial”.  A separate, formal application is 

unusual as it is the trial Judge who is normally competent to decide the 

issue.  Only if it is not brought at the hearing, will the application be 

required to be made formally in accordance with Rule 6
50

.   

 

                                                           
48

  Vol 4 p 307/20 and p 336/91 Respondents’ opposing affidavit 
49

  Vol 4 p 332/83  Respondents’ opposing affidavit 
50

  Sibeka and Another v Minister of Police and Others 1984 (1) SA 792 (W) at p 795; Harvey Tiling Co (Pty) 

Ltd v Rodomac (Pty) Ltd and Another 1977 (1) SA 316 (T) at p 329 
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5.7 Erasmus confirms that ordinarily the separation application will be made 

orally at the commencement of the hearing
51

, even if there is no agreement 

between the parties to separate issues.  This is what occurred. 

 

5.8 The appellant clearly indicated that it wished the Commissioner to deal 

only with novelty at the hearing and that it intended to deal with the 

obviousness challenge later, if it should become necessary
52

.  This cannot 

be interpreted as anything other than a request for the separation at that 

hearing.   

 

5.9 That the Commissioner did not make an express order in this regard and 

did not specifically refer to the request orally presented and referred to in 

the heads of argument, cannot be attributed to the appellant.  The 

Commissioner was aware of the parties’ positions in the revocation hearing 

and made no finding on obviousness at all
53

.  The only reasonable inference 

is that the Commissioner acceded to the request and, while not stating this 

expressly, resolved to decide only the novelty question and to separate 

obviousness. 

 

                                                           
51

  Erasmus Superior Court Practice Volume 2 D 1-440 
52

  See quoted extract of heads of argument cited above 
53

  Vol 2 p 196 para 5 Judgment a quo confirms that Commissioner did not deal with obviousness. 
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5.10 It is not legitimate to assume that the Commissioner refused the separation 

request. To conclude thus would be to countenance a dismissal of the 

appellant’s obviousness claim without an express finding.  Our law does 

not deprive parties of their claims by mere implication. 

 

5.11 The Commissioner a quo therefore erred in finding that the appellant’s 

separation procedure was defective
54

 and that there had been no separation.   

 

5.12 It is common cause that if separation is convenient and is granted by the 

Court, then separation per se does not give rise to a plea of res judicata
55

.  

The separation of issues per se would also not “twice vex” the opposing 

party even though it would cause more than one hearing, which is the 

respondents’ chief complaint
56

.  There can therefore be no substance to the 

argument that separation prejudiced the respondents in any way. 

 

5.13 On the facts then, the two challenges were separated and the Commissioner 

gave judgment on, and the appeal concerned, only the issue of novelty.  

This left obviousness issue in place and undecided.   

 

                                                           
54

  Vol 2 p 199 para 17 Judgment of Court a quo 
55

  Vol 4 p 330/78 Respondents’ opposing affidavit 
56

  Vol 4 p 318/50 Respondents’ opposing affidavit 
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5.14 If the Court finds, however, that a formal application was required, which 

is not conceded, then, where it is convenient to separate issues, but the 

wrong procedure is followed, preventing the appellant from proceeding 

with the second claim after resolution of the first claim would be to 

consider the form of the separation procedure to be more important than the 

ultimate desirability of the separation of the issues and their merits.   

 

5.15 Form would triumph over substance and justice would be denied.   The 

SCA has held that it is doubtless still good law that technicality in the law 

is not an end in itself.  The specific context was administrative law, but the 

principle is not confined to this area of law.  Legal validity is concerned not 

with technical, but also with substantial correctness.
57

. 

 

5.16 On the application of these principles, it is not possible to conclude that the 

Commissioner dismissed – by default and without mentioning the claim at 

all - the obviousness challenge without having heard either argument or 

evidence, particularly where the appellant had made clear its intention to 

ask that the other issue stand over.   

 

                                                           
57

  Westinghouse Electric Belgium SA v ESKOM Holdings (Soc) Ltd and Another 2016 (3) SA 1 (SCA) at 

para 35 
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5.17 Furthermore, a proper consideration of the facts of this matter and the 

manner in which the appellant’s conducted the revocation application, 

cannot in the circumstances, be held to be an abuse of the process of the 

court. 

 

 

6 THE FINDING OF ABANDONMENT 

 

6.1 This issue is woven into the fabric of the res judicata decision.  It will, 

however, be useful to consider whether the facts support the finding of 

abandonment and whether the legal requirements have been met. 

 

6.2 The respondents have argued, contrary to the appellant’s express statements 

at the time, that the appellant abandoned its challenge to the patent based 

on obviousness.  The argument extends to the inutility challenge even 

though this did not form part of the pleadings at the time of the alleged 

abandonment.  

 

6.3 The Court a quo found that the appellant had abandoned further challenges 

to validity
58

 by virtue of the fact that it had failed to separate the issues 

properly.  Strangely, the Court a quo held that the Commissioner hearing 

                                                           
58

  Vol 2 p 199/17 Judgment a quo 
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the revocation was not “aware of any reservation”
59

, although he also 

acknowledged that the appellant, at the revocation hearing, had confirmed 

the intention to separate obviousness
60

 and “had indicated in its heads of 

argument … that it would bring such application for the referral … at the 

appropriate time”
61

.   

 

6.4 The reason for this finding lies in the respondents’ misinterpretation of the 

case law relating to res judicata and issue estoppel, which the Court a quo 

accepted.  The authorities do not hold that different grounds of invalidity 

may not be relied upon sequentially after one ground has been raised and 

decided
62

.  The precedents are limited to the same party attempting to 

relitigate the same ground on new evidence, the rule has not been applied to 

different grounds of invalidity.  This error is compounded by the finding 

that all grounds constitute one cause of action, namely invalidity
63

.   

 

6.5 There has, furthermore, been no satisfaction of the legal requirements for 

abandonment.  This Court summarised the requirements in Lufuno 

                                                           
59

  Vol 2 p 199/17 Judgment a quo 
60

  Vol 2 p 195/3 Judgment of Commissioner a quo 
61

  Vol 2 p 196 para 4 Judgment of the Commissioner a quo, to be read with the quotation from the heads of 

argument cited above. 
62

  Vol 2 p 199 para 16 and 17 Judgment of court a quo 
63

  Vol 2 p 198 para 15 Judgment of court a quo 
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Mphaphuli
64

: Waiver is a matter of intention; the test is objective and 

persons do not lightly abandon their rights.  Waiver is not presumed; it 

must be alleged and proved.  It must appear unequivocally from the facts.  

The onus is on the party asserting waiver to show that the other party 

decided to abandon it, whether expressly or by conduct inconsistent with 

the intention to enforce it. Waiver is a question of fact and is difficult to 

establish. 

 

6.6 Louw J confirmed that the appellant had expressed an intention at the 

revocation hearing to rely on obviousness should this become necessary
65

: 

“[6] The revocation application was heard by Teffo J, sitting as 

Commissioner of Patents. The application for referral to oral evidence 

which was foreshadowed in the letter of the respondent's attorney was 

not moved. Instead, as was indicated in the respondent's heads of 

argument, the application was not being brought at that stage but, 

depending on future events, might be brought at a later stage. It is 

common cause that the issue of novelty was the only issue which was 

argued before Teffo J and decided by her.” 

 

                                                           
64

  Lufuno Mphaphuli &  Associates (Pty) Ltd v Andrews and Another 2009 (4) SA 529 (CC) at para 81 
65

  Vol 2 p 169/6  Judgment of Louw J  
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6.7 The Court a quo therefore erred in finding that the appellant had abandoned 

the obviousness challenge.   

 

7 SEPARATE CAUSES OF ACTION AND RES JUDICATA 

 

7.1 The Court a quo also erred by holding that all sub-sections of the Act 

concerning validity constitute a single cause of action, namely invalidity of 

the patent
66

.   Based on this error it held that the final decision on the 

ground of novelty became a final decision on all potential grounds of 

invalidity. 

 

7.2 In so concluding, the Court a quo erred on several levels.  The first arises 

from the wording of the Act itself which provides for several, independent 

grounds upon which an invention might be attacked at any time.  Each 

requires proof of its own elements and, while there may be some overlap 

between them, the essential elements of each ground are distinct. 

 

7.3 An invention will be held to be not novel, under section 61(1)(c) and 25(5), 

(6) and (7) of the Act if it forms part of the state of the art immediately 

before the priority date of any claim in respect of that invention.  The state 

                                                           
66

  Vol 2 p 198/14 – 15  Judgment a quo 
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of the art includes all matter made available to the public, inter alia, by 

written or oral description and includes a specification, open to public 

inspection, for a patent. 

 

7.4 The decision involves analysing the specification and the prior art.  In the 

interpretation of patents, a specification should be construed like any other 

document subject to the interpreter being mindful of the objects of a 

specification and its several parts.   Generally, no oral evidence is required 

and the question can be decided on the papers
67

. 

 

7.5 Obviousness is dealt with in ss 61(1)(c) and 25(10).  It requires a different 

consideration to novelty, it considers whether an invention involves an 

inventive step.  It must not be obvious to a person skilled in the art, having 

regard to any matter which forms, immediately before the priority date of 

the invention, part of the state of the art.  This inquiry almost inevitably 

requires the oral evidence of expert witnesses
68

. 

 

7.6 The yet to be introduced challenge of inutility is found in s 61(1)(d) of the 

Act.  It specifies that “any person may at any time apply in the prescribed 

manner” for the revocation of a patent on the ground that the invention as 

                                                           
67

  Vol 2 p 173 para 12 Judgment of Louw J in the interdict proceedings 
68

  Vol 2 p 173 para 12 Judgment of Louw J in the interdict proceedings 



P a g e  | 32 

 

illustrated in the specification concerned cannot be performed, or does not 

lead to the results and advantages set out in the specification.  

 

7.7 The judgment a quo ignores the permissive provisions of “at any time” 

which confirms that there is no statutory time limitation equivalent to the 

limits imposed by the judgment a quo.  For the reasons set out above, the 

Act provides for a far more liberal approach to the timing of invalidity 

proceedings. 

 

7.8 The second error is to categorise all of the grounds as one cause of action 

despite the fact that different facts and circumstances pertain to each sub-

section.  For example, s 61 provides for several additional grounds upon 

which a patent might be revoked, for example: (a) that the patentee is not 

the inventor, (b) it is in fraud of the rights of others, (c) that it is not 

patentable under s 25; (d) that it cannot be performed as set out in the 

specification; (e) and (f) that there are defects in the specification; and (g) 

that the declaration contains false statements. 

 

7.9 Section 25 of the Act provides for further grounds upon which a patent 

might be challenged.  Only certain inventions are patentable and among the 

requirements for a valid registration are the following: (1) it must exhibit an 

inventive step; (2) lists several non-patentable matters; (4) it must not  be 
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generally expected to encourage offensive or immoral behaviour and it 

must not be for any variety of animal or plant or any essentially biological 

process for the production of animals or plants, not being a micro-

biological process or the product of such a process. 

 

7.10 The legislated grounds for invalidity of a patent cover a wide range of 

circumstances, so it is inconceivable that all of these grounds could 

constitute a single cause of action.  That each ground for challenging a 

patent should be recognised as an independent cause of action is a matter of 

common sense and is consistent with the authorities on the point. 

 

7.11 The Appeal Court held in Bisonboard v K Braun Woodworking
69

 that it is a 

well-established principle of our law that there is a distinction between 

causes of action on the one hand and legal proceedings on the other.  It 

follows that it is not the legal proceedings that will be terminated by res 

judicata, but the individual causes of action that have been decided.   

 

7.12 This is a fundamental error by the Court a quo. It terminated the 

proceedings as proceedings not as causes of action.  It is not whether the 

                                                           
69

  Bisonboard Ltd v K Braun Woodworking Machinery (Pty) Ltd 1991 (1) SA 482 (A) at 486D - E 
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claims have a common result that is relevant, but the individual path to the 

result. 

 

7.13 The consequence of the judgment a quo is that an unsuccessful challenge 

on lack of novelty under ss 61(1)(c) and 25(5) of the Act) would preclude 

challenges based on such disparate issues as: fraud (ss 61(1)(b)); on 

inutility (ss 61(1)(d)); offensive or immoral behaviour under ss 61(1)(c) 

and 25(4)(a); that the claims are not clear (s 61(1)(f), and also, as found, on 

obviousness.  Manifestly these will all depend on completely different facts 

and law. The erroneous rationale underpinning the judgment a quo is that 

these remedies all aim at invalidity and so constitute one cause of action. 

 

7.14 The SCA
70

 has held that related claims under different sections of the same 

Act, in that case the Insolvency Act, constitute separate causes of action, 

even where the consequences of applying the sections would be the same.  

Section 26 of the Insolvency Act sets aside dispositions not made for value 

within two years of sequestration.  S 29 sets aside preferences which are 

made within six months of sequestration which preferred one creditor over 

the others.  S 30 sets aside dispositions while liabilities exceed the assets 

                                                           
70

  Janse van Rensburg and Others v Steenkamp and Another; Janse van Rensburg and Others NNO v 

Myburgh and Others 2010 (1)SA 649 (SCA) at para 25 
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with the intention of preferring one creditor over others.   Each section has 

in common the setting aside of dispositions by the insolvent, but each is 

achieved by proving different facts. 

 

7.15 The SCA held that the sections showed no commonality of cause of action 

and were designed to provide remedies for different circumstances
71

.   This 

was held notwithstanding the common outcome provided for in each.  It 

also rejected the argument that the wider form of res judicata, issue 

estoppel, applied because the common issue is an intention to prefer.  

 

7.16 By parity of reasoning, the different sub-sections in the Act, each dealing 

with invalidity and notwithstanding the common outcome, do not provide 

for a common cause of action.  The judgment constitutes precedent binding 

on the Court a quo.  

 

7.17 This is critical to the appeal.  The Court a quo failed to recognise this 

essential requirement for issue estoppel, or res judicata, and has 

fundamentally altered the common law in this regard.  It is now no longer 

of any consequence that the elements of the claims, and the facts which are 

required to be proven, are different, as long as the result is the same (for 

                                                           
71

  Janse van Rensburg op cit para 19 
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example invalidity) it is now the same cause of action subject to res 

judicata. 

 

7.18 The judgment is not only inconsistent with this precedent, but it is 

inconsistent with a proper application of the common law principles 

pertaining to res judicata. 

 

7.19 The SCA has held
72

 that the common-law requirements for res judicata are 

threefold: (a) the same parties, (b) the same cause of action, (c) the same 

relief.  Erasmus puts it thus
73

: “if a party pleads that the point in issue is 

already res judicata because of an earlier judgment in persona, he must 

show – (a) that there has already been a prior judgment; (b) in which the 

parties were the same; and (c) the same point was in issue.”  Furthermore, 

the prior litigation between the parties must have culminated in a judgment, 

which has a final effect between the parties “based on the merits of the 

point in issue”
74

.   

 

                                                           
72

  Prinsloo NO and Others v Goldex 15 (Pty) Ltd and Another 2014 (5) SA 297 (SCA) at [10] 
73

  Superior Court Practice Erasmus et al p D1 – 284  
74

  Erasmus op cit D1-284 
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7.20 In National Sorghum
75

 the SCA defined it thus: “'[3] The fundamental 

question in the appeal is whether the same issue is involved in the two 

actions: in other words, is the same thing demanded on the same ground, 

or, which comes to the same, is the same relief claimed on the same cause, 

or, to put it more succinctly, has the same issue now before the Court been 

finally disposed of in the first action?'”. 

 

7.21 No court has decided the merits of the obviousness point in issue.  Inutility 

has yet to be introduced.  It therefore is not correct to find that res judicata 

arises as the fundamental prerequisite, namely that there must be a final 

judgment on the merits of the cause of action or point in issue, is not in 

place.  If it is held that the separation application was defective, this cannot 

affect the merits of the invalidity claims and can have no consequences for 

separate action proceedings brought by the respondents. 

 

7.22 Even the rationale for the plea is not satisfied.  This Court in Molaudsi
76

 

held that res judicata is the legal doctrine that bars continued litigation of 

the same case, on the same issues, between the same parties.  The reason 

for this is that effect must be given to a final judgment.  The underlying 

                                                           
75

  National Sorghum Breweries Ltd (t/a Vivo African Breweries) v International Liquor Distributors (Pty) 

Ltd 2001 (2) SA 232 (SCA) ([2001] 1 All SA 417). 
76

  Molaudzi v The State 2012 (2) SACR 341 (CC) para 14  

http://www.saflii.org/cgi-bin/LawCite?cit=2012%20%282%29%20SACR%20341
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rationale of the doctrine of res judicata is to give effect to the finality of 

judgments.    

 

8 RES JUDICATA MAY BE RELAXED 

 

8.1 In addition to the fact that the prerequisites have not been met, res judicata 

is not an absolute defence. 

 

8.2 The full bench of the High Court held in FirstRand Bank
77

 that in 

Molaudzi
78

 the Constitutional Court had addressed the nature and 

application of res judicata and had held that while the rationale was to 'give 

effect to the finality of judgments', the development, both in our law and in 

other jurisdictions, is away from the strict application of res judicata.   

When confronted with a substantial injustice that would result from the 

application of res judicata and in the absence of an 'effective alternative 

remedy’ res judicata should be relaxed to prevent injustice.   

 

                                                           
77  Firstrand Bank Ltd t/a First National Bank v Fondse and Another (A5027/2016) [2017] ZAGPJHC 184 (23 

June 2017) at para 38-39  
78

  Molaudzi v The State 2012 (2) SACR 341 (CC) at para 16 and 39  

http://www.saflii.org/cgi-bin/LawCite?cit=2012%20%282%29%20SACR%20341


P a g e  | 39 

 

8.3 The Court a quo’s finding runs counter to this ‘equitable discretion’
79

.  In 

this matter applying res judicata results in the gift of continued registration 

and enforceability without any test of the patent’s validity.  The patentees 

would escape having to provide their quid pro quo of a patentable invention 

and such an outcome would be grossly unfair. 

 

8.4 Notwithstanding the frequent references to being “twice vexed”, which is 

the sole prejudice alleged by the respondents, there was, on the facts, no 

abuse of the process. The policy rationale for the existence of the defence 

of res judicata would not be at all upset by its relaxation, if this is required.  

 

8.5 Even if the appellant's predicament is the consequence of its own conduct 

and it is not the random victim of an unfair procedure, that does not offer a 

cogent reason not to relax the application of res judicata, upon a holistic 

appreciation of the circumstances
80

, amongst which is no shred of 

unfairness suffered by the respondents in separating the issues. 

 

 

                                                           
79

  Firstrand Bank Ltd t/a First National Bank v Fondse and Another (A5027/2016) [2017] ZAGPJHC 184 (23 

June 2017) at para 38-39 
80

  Firstrand Bank Ltd t/a First National Bank v Fondse and Another (A5027/2016) [2017] ZAGPJHC 184 (23 

June 2017) at para 49.5 
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8.6 In Smith v Porritt
81

 Scott JA summarised the law confirming “that the same 

issue (eadem quaestio) must arise. Broadly stated, the latter involves an 

inquiry whether an issue of fact or law was an essential element of the 

judgment on which reliance is  placed. … and any extension of the defence 

will be on a case-by-case basis. … Relevant considerations will include 

questions of  equity and fairness not only to the parties themselves but also 

to others. … unless carefully circumscribed, [the defence of res judicata] is 

capable of producing great hardship and even positive injustice to 

individuals".'  

 

8.7 In Janse van Rensburg the Court held that “it ought only to be applied when 

the facts are such as to amount to an abuse, otherwise there is a danger of 

a party being shut out from bringing forward a genuine subject of 

litigation.”
82

 

 

8.8 Wallis JA in Caesarstone
83

 recently confirmed the limited ambit of the rule 

citing with approval the following passage by Olivier JA in National 

Sorghum Breweries about res judicata: “[27] Olivier JA said that:  'The 

requirements for a successful reliance on the exceptio were, and still are: 

                                                           
81

  Smith v Porritt and Others 2008 (6) SA 303 (SCA) at p 307/10 
82

  Janse van Rensburg op cit at p 661 
83

  Caesarstone SDot-Yam Ltd v World of Marble and Granite 2000 CC and others 2013 (6) SA 499 (SCA) 
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idem actor, idem reus, eadem res and eadem causa petendi. This means 

that the exceptio can be raised by a defendant in a later suit against a 

plaintiff who is demanding the same thing on the same ground …; or which 

comes to the same thing, on the same cause for the same relief… ; or which 

also comes to the same thing, whether the same issue had been adjudicated 

upon.” 

 

8.9 The respondents’ and the Court a quo incorrect assertion is no more than 

that because the same result is sought, invalidity, that is sufficient to sustain 

a plea of res judicata.  This cannot be sustained if one has regard to the 

principles that are to be applied.  If the requirements are met, there are good 

grounds for relaxing the principle.    

 

 

9 RESPONDENTS’ AUTHORITIES 

 

9.1 The respondents claim to rely on various authorities for their argument, 

however, not one of these judgments has held that res judicata or issue 

estoppel serves to exclude a claim for invalidity which is founded on a 

different ground to the claim that has already been adjudicated upon.  A 

detailed analysis of these judgments appears in the replying affidavit and 
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will not be repeated here
84

.   We point out that the respondents did not 

challenge the interpretation of these judgments in their response to the 

application to file a replying affidavit. 

 

9.2 The authorities do not support their arguments and have been 

misinterpreted by the respondents. Twice vexing (the complaint raised by 

the respondents) arises where one matter is resolved and the unsuccessful 

party institutes a new matter (subsequent litigation) where it raises the same 

ground of invalidity, but where it wishes to utilise new evidence to support 

the same ground as has been decided.   

 

 

10 THE LAW RELATING TO AMENDMENT APPLICATIONS 

 

10.1 Generally speaking an amendment should always be granted.  Rule 28 is an 

enabling rule and unless there are good grounds for refusing the application 

the amendment should be granted.
85

 

                                                           
84

  Vol 4 p 399 to Vol 5 ; Chiron Corporation and Others v Organon Teknika Ltd (No. 14) (1996)FSR 701 at 

707 – see Vol 4 page 399 for discussion; Consol Glass v Twee Jonge Gesellen (Pty) Ltd and Another 2005 

(6) SA 23 (C) at p 45 – 48 – See Vol 5 p 403 for discussion; CTP Ltd and Others v Independent Newspaper 

Holdings (Pty) Ltd 1999 (1) SA 452 (W) – see Vol 5 at pa 407 for discussion; Clipsal Australia (Pty) Ltd 

and Others v GAP Distributors (Pty) Ltd and Others 2009 BIP 261 (GSJ) – See Vol 5 p 408 for discussion; 

Custom Credit Corporation (Pty) Ltd v Shembe 1972 (3) SA 462 (A) – See Vol 5 page 413 for discussion; 

Shoe Machinery Co. v Cullen [1896] 1 Ch 667 at 672 – See Vol 5 p 413 for discussion; Alcatraz Integrated 

Intelligent Systems (Pty0 Ltd v Intergra-Set (Pty) Ltd 2010 BIP 94 (CP) – See Vol 5 page 415 for 

discussion;  
85

  Rule 28(1)Amendments to pleadings and documents  
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10.2 In Moolman it was held that: “The practical rule adopted seems to be that 

amendments will always be allowed unless the application to amend is 

mala fide or unless such amendment would cause an injustice to the other 

side which cannot be compensated by costs, or in other words, unless the 

parties cannot be put back for the purposes of justice in the same position 

as they were when the pleading which it is sought to amend was filed”.
86

   

 

10.3 The parties are to be put back, for the purposes of justice, in the same 

position as they would have been when the pleading, which is sought to be 

amended, was filed
87

.  If this is done, then the opposing party suffers no 

injustice.  It is not considered to be prejudice for it will be in no worse a 

position than it would have been if the pleading in its amended form had 

been filed in the first place
88

.  The fact that the effect of allowing an 

amendment to a plea might be to defeat the plaintiff’s claim is not what is 

meant by prejudice which cannot be remedied by an appropriate order as to 

costs
89

.   

                                                                                                                                                                                           
Any party desiring to amend any pleading or document other than a sworn statement, filed in connection 

with any proceedings, shall notify all the parties of his intention to amend, and shall furnish particulars of 

the amendment”. 
86

  Moolman v Estate Moolman 1927 CPD 27 @29 as cited in numerous judgment since, see Erasmus 

Superior Courts Practice p D1-331 
87

  It is to be noted that the amendment introduces a defence to an already extant action.  It does not seek to 

introduce a new action or defence in new proceedings. 
88

  Moolman v Estate Moolman op cit at p 29 
89

  Stolz v Pretoria North town Council 1953 (3) SA 884 (T) at 886H 
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10.4 The essential ground for the refusal of an amendment is prejudice to the 

other party.  An amendment should not be refused merely in order to 

punish the applicant for some mistake or neglect on his part
90

.   

 

10.5 The function of a court is, of course, to resolve disputes between litigating 

parties, and justice can only be done if the real issues are defined in the 

pleadings and ventilated in court. For this reason, it is by now well 

established that an application for amendment will always be allowed 

unless it is made mala fide or would cause prejudice to the other party 

which cannot be compensated for by an order for costs or by some other 

suitable order such as a postponement.
91

   

 

10.6 In principle, new defences may always be added to an existing plea, while 

the action is pending.  

 

10.7 The respondents’ amendment, however, being bad in law as it introduces 

res judicata as a replication to the plea when there is no basis for this to be 

pleaded, and should not have been permitted.  For this reason, the 

                                                           
90

  GMF Kontrakteurs (Edms) Bpk v Pretoria City Council 1978 (2) SA 219 (T) at 223B 

91  Four Tower Investments (Pty) Ltd v Andre’s Motors 2005 (3) SA 39 (N) at para 15 
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opposition to the respondents’ amendment was good and should have been 

allowed. 

 

11 EFFECT OF THE SCA APPEAL JUDGMENT ON THE APPELLANT’S 

ABILITY TO PROCEED WITH THE INVALIDITY CLAIMS 

 

11.1 The respondents also rely on the SCA’s section 74
92

 declaration of validity 

of the claims of the patent to support their argument.  This does not assist 

them, as a “Certificate of validity” is something of a misnomer
93

.  It does 

not purport to be a certificate that a claim of a patent is valid, but certifies 

only that the validity of the claim was placed in issue and that the claim 

was found to be valid.  It would be better named a certificate of contested 

validity.  Certification puts parties on notice that such party may be liable 

for a special costs order.  This, is a very different consequence to final 

certification that prevents any further challenge to the claims.  

 

                                                           
92

  Section 74 of the Patents Act reads as follows: “Certification of validity 

(1) If in any proceedings the validity of any claim in a complete specification is in issue, the commissioner 

or the court, as the case may be, finding that claim to be valid, may certify to that effect. 

(2) If in any subsequent proceedings the validity of that claim is unsuccessfully attacked by any party, that 

party shall, unless the commissioner or the court, as the case may be, otherwise directs, pay to the other 

party his full costs, charges and expenses as between patent agent or patent attorney or attorney and client 

so far as that claim is concerned. 
93

  Burrell’s South African Patent and Design Law  at p 402-403 
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11.2 In their appeal against the finding that their patent lacked novelty, the 

respondents (then as appellants) confirmed that the appeal was confined to 

the attack on the patent “based on the ground of lack of novelty”.  Their 

heads of argument mentioned, in passing, that the appellant had not 

“persisted with” the attack on obviousness in the Court a quo, but they 

stated expressly that: “The threatened application for referral is, however, 

not a matter which is in issue in this appeal, which is limited to the finding 

of the court a quo that the patent is invalid on the ground of lack of 

novelty”.   

 

11.3 It is therefore common cause that the revocation appeal concerned only the 

claim and the decision based on lack of novelty.     

 

11.4 As a consequence, the SCA had no jurisdiction to decide the obviousness 

claim as it formed no part of the respondents’ application for leave to 

appeal.  The issue was also expressly disavowed by the respondents as 

constituting an issue relevant to their appeal.  In accordance with its 

jurisdictional limitations and at the request of the respondents, the SCA 

overturned the Commissioner’s revocation on the grounds of novelty and 

made no order in relation to the question of obviousness.  
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11.5 In Pharmaceutical Society
94

 the SCA held that leave is a jurisdictional fact 

for an appeal. The Court whose judgment is sought to be appealed must 

first be approached for leave.   

 

12 CONCLUSION 

 

12.1 The appellant’s suggested approach is consistent with the guarantee of a 

fair hearing in s 34 of our Constitution and the requirement to develop our 

common law in line with constitutional principles.  The judgment 

appealed against has the opposite effect.  It deprives the appellant of the 

defences of obviousness and inutility on the basis of what could at best be 

described as a procedural issue and ensures the unfair resolution of the 

action.  It preserves an undeserving patent on the register. 

 

12.2 The SCA
95

 has held that it is desirable “that a patent granted for an 

invention that does not meet those criteria may be revoked (s 61(1)(c))” 

and in fact should be revoked.  The Competition Appeal Court
96

 has 

spoken out against unwarranted monopolies “upon the assumption that the 

public interest is best protected from the evils of monopoly”.   

                                                           
94

  Pharmaceutical Society of South Africa and Others v Tshabalala-Msimang and Another; New Clicks South 

Africa (Pty) Ltd v Minister of Health and Another 2005 (3) SA 238 (SCA) at para 22 
95

  Cipla Medpro v Merck para 2 
96

  Competition Commission v South African Breweries and others 2015 (3) SA 329 (CAC)  
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12.3 To permit the judgment a quo to stand would be to allow form to triumph 

over substance and to allow an undeserving monopoly to survive and to 

sustain a future claim for damages.   

 

12.4 The judgment serves to add a layer of undeserved protection to the 

continued existence of patent monopolies and undermines general policy 

considerations that would hold that a patentee should only be afforded a 

monopoly against society where there is a clear merit-based justification for 

the continued existence of that monopoly.    

 

12.5 A collateral consequence of the respondents’ argument is that where no 

formal application for separation is made, but where the Court is requested 

to consider a convenient, separate issue which is ripe for hearing, and it 

decides only that issue, the failure to have sought the separation by means 

of a formal separation application would trigger a res judicata result, 

preventing the merits of the remaining causes of action from being heard.   

 

 

12.6 In the premises, the appellant should be given leave to appeal against the 

judgment of Court a quo and the SCA’s refusal of leave, the appeal should 

be granted and that the order of costs in the applications for leave to appeal 
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should be altered to read costs of the application for leave to appeal are 

costs in the appeal. 

 

12.7 The following order is therefore sought on behalf of the appellant: 

 1. Leave to appeal is granted. 

2. The appeal succeeds and the order of the Commissioner of Patents is 

set aside; 

3. the Appellant’s amendment is granted as follows: 

3.1 By the deletion of "25 (5)," from paragraph 3.2.1. 

3.2 By the deletion of present paragraph 3.2.1.1 and the insertion of the 

following: 

“That the invention as illustrated or exemplified in the 

complete specification concerned cannot be performed or 

does not lead to results or advantages set out in the 

complete specification.” 

3.3 By the addition of the following paragraph:-3.2.3  

“In support of the plea that the invention as illustrated or 

exemplified in the complete specification concerned cannot 

be performed or does not lead to results or advantages set 
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out in the complete specification the Defendant will rely on 

the lvomec Gold printed label annexed hereto as annexure 

A and the IVS Desk reference 2015/2016 pages 352 - 355 

annexed hereto as annexure B.” 

 

4. The respondents’ application to amend the replication is refused. 

 

5. The first, second and third respondents are ordered to pay the 

appellant' costs jointly and severally, the one paying for the others to 

be absolved, including the costs of two counsel, in the Patent 

Commissioner’s Court, the Supreme Court of Appeal and in this 

Court. 

 

February 2018 

Cedric Puckrin SC 

Mark Seale SC 

Counsel for the appellant 

Pretoria and Cape Town 


