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ANSWERING  AFFIDAVIT 
  

 

I, the undersigned, 

WILLEM ADRIAAN VAN ROOY 

do hereby make oath and state that: 

1 I am a director at DM Kisch Inc. DM Kisch Inc are the attorneys of record for 

the respondents in this application and in the proceedings to which it relates.  

I am the director responsible for the matter.  

2 I am authorised by the respondents to oppose this application and to make 

this affidavit on their behalf.   
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3 The facts set out in this affidavit are within my personal knowledge and are 

true and correct. 

4 I shall refer to the applicant for leave to appeal as “Cipla” and the 

respondents as “Merck and Merial”.  

5 I have read Cipla’s notice of application for leave to appeal and the affidavit 

made by Mr Bacon in support of it. Merck and Merial do not consent to the 

grant of leave to appeal. Their grounds of opposition to Cipla’s application for 

leave are set out below. 

6 It is in the nature of applications such as these that I am required to make 

certain legal submissions.  I include references to authority, where relevant, 

by way of footnote.  

7 The affidavit of Mr Bacon does not accurately reflect the procedural history of 

this matter.  It is in fact misleading in material respects.  It is therefore 

necessary that I set out the history of the matter in more detail, which I do 

below.  Having done so, I shall outline the basis upon which Merck and 

Merial oppose the application.   Thereafter, I respond “ad paragraph” to the 

founding affidavit.  

THE PROCEDURAL HISTORY OF THIS MATTER  

8 On 9 June 2011, Cipla applied to revoke South African patent 1998/10975 

(the “patent”) on the grounds that the patent was neither new nor inventive in 

the light of the disclosure of South African patent 1992/7457 (the “1992 

patent”).   I shall refer to this application as the “revocation application” 

below. 
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9 The procedure provided for in the regulations published under the Patents 

Act, 1978 is an amalgam of action and application proceedings.  Pleadings 

are first exchanged in the form of a Form P20 supported by a statement of 

particulars (the equivalent of particulars of claim in an action) to which the 

patentee pleads by way of a counterstatement.  Thereafter, the evidence 

relevant to the pleaded issues is all adduced by way of affidavit, as would be 

the case in ordinary motion proceedings.  The exchange of pleadings and 

affidavits in the application for revocation took place over the period June 

2011 to March 2012. 

10 While this process was on-going, on 18 October 2011, Merck and Merial 

issued summons against Cipla for infringement of the patent (the 

“infringement action”).  In the particulars of claim, Merck and Merial pleaded 

that Cipla had, since August 2011, infringed and was continuing to infringe, 

claims 1 to 7, 18 to 23, and 29 of the patent.      

11 In its plea to the particulars of claim Cipla again raised the invalidity of the 

patent, on the grounds of lack of novelty and inventive step in the light of the 

1992 patent, as a defence to the action for infringement.  Cipla admitted, 

however, that in the event that the patent was found to be valid, it was 

infringing claims 1 to 7, 18 to 23 and 29 of the patent.  Merck and Merial filed 

their replication to Cipla’s plea on 15 February 2012, denying the allegations 

of the invalidity of the patent. 

12 By March 2012, therefore, both the revocation application and the 

infringement action were ripe for hearing.  The same issue arose in both of 

them, namely whether the patent was valid.  By agreement between the 
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parties the revocation application was set down for hearing before her 

Ladyship Ms Justice Teffo, sitting as the Commissioner of Patents, on 13 

March 2013.   

13 In correspondence exchanged prior to this hearing, Cipla gave notice that it 

intended to make what it referred to as a “conditional referral to oral 

evidence” on the question of inventive step.  In other words, Cipla intended to 

argue that the patent lacked novelty in the first instance; and thereafter, to 

the extent necessary (i.e. if the patent was found to be novel), apply to refer 

the question of whether or not the patent lacked inventive step to oral 

evidence.  Cipla suggested, in this regard, that the revocation application (on 

the question of novelty) and the referral to oral evidence (which application 

had not been filed) should be heard together.  I attach a copy of a letter dated 

2 August 2012 written by Cipla’s attorneys making this position clear, 

marked VR1.   

14 I responded the following day (3 August 2012), making clear that Merck and 

Merial (i) did not agree to the proposed conditional referral to oral evidence; 

(ii) would deal with any such “conditional application for referral to oral 

evidence as and when such an application is made”; and (iii) would be 

seeking an order dismissing the revocation application in its entirety at the 

hearing of the application for revocation.  I attach a copy of this letter marked 

as annexure VR2. 

15 It was therefore clear to Cipla, at least from 3 August 2012, that there was no 

agreement to “separate” the question of inventive step from novelty; and that 

an application for a conditional referral of the question of inventive step would 
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be opposed.  Despite this, no application for separation or conditional referral 

was forthcoming. 

16 Less than a month later, on 27 August 2012, Cipla filed its heads of argument 

in the revocation application, in which they made the following submissions: 

“Should the above Honourable Court find that the invention was not 

new, and the patentees thereafter apply for an amendment of 

the claims of the 1998 patent, then and in that event, application 

will be made for the matter to be referred for the hearing of oral 

evidence on the second challenge to the patent, namely that the 

patent be revoked on the grounds of obviousness.   

 Similarly, if the above Honourable Court finds that the lack of novelty 

objection to the patent is unfounded, the challenge to the patent will 

continue on the basis of obviousness, and oral evidence will then be 

required to resolve that issue”.
 (my emphasis)  

17 It will be clear from these submissions that the Commissioner (her Ladyship 

Ms Justice Teffo) was not called upon, even “informally”,  to make an order 

that the questions of novelty and inventive step be separated.  Cipla, instead, 

suggested (ill-advisedly, I submit) to her Ladyship that an application for 

separation would be made at some later date, depending on the decision that 

her Ladyship made. 

18 Merck and Merial filed their heads of argument in the revocation application 

in September 2012.  They dealt with Cipla’s submissions as follows: 

“Although, as has been pointed out above the present hearing will be 

confined to the issue of anticipation only, Cipla does suggest in its 

heads of argument that, depending on the outcome of the hearing, 

an application may or may not be made for a reference of the issue 

of obviousness to the hearing of oral evidence. 



  6      
 
 

…  the procedure proposed is incompetent and... Cipla’s failure the 

(sic) advance any argument in relation to obviousness in these 

proceedings amounts to an abandonment of that attack on the 

validity of the patent.  Any attempt to resurrect that attack at some 

later undefined time will be opposed, inter alia, on the basis that the 

question of the validity of the patent will be res judicata between the 

parties and that the attempt to resurrect the attack constitutes an 

abuse of process (and one which runs contrary to the trite principle 

that there be finality in litigation).”  

19 Despite being fully apprised of Merck and Merial’s position in this regard, and 

therefore the need for Cipla to seek an order from the Commissioner if it 

wished to secure a conditional referral or a separation, Cipla elected not to 

move any such application before the Commissioner of Patents.  No request 

was made for separation, either “informally” (whatever that means) or 

formally.   

20 Had such an application been made, it would have been opposed by Merck 

and Merial, inter alia on the basis that it was not convenient to determine the 

attacks on the patent based on novelty and inventive step separately in this 

case.  I point out in this regard that both attacks are based on the teaching 

contained in the same prior art document, being the 1992 patent.  As a result, 

similar evidence regarding the extent of that teaching and its comparability to 

the claims of the patent-in-suit had already been adduced in the revocation 

application.  Separate hearings to compare the same two documents on 

similar evidence is clearly not convenient.  

21 In line with its written submissions, Cipla limited its argument at the 

revocation application hearing exclusively to the attack based on its claim 

that the patent lacked novelty in light of the disclosure of the 1992 patent.  
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Her Ladyship was not called upon to make any order for separation or 

conditional referral to oral evidence; and did not therefore do so.  For the 

same reason, her Ladyship did not refer to an application for separation in 

her decision – there was no such application before her.  

22 In a judgment delivered in March 2014 Teffo J granted Cipla’s application for 

revocation of the patent, finding that all of the claims of the patent lacked 

novelty in light of the 1992 patent.  Following an application made to her, Her 

Ladyship granted Merck and Merial leave to appeal to the Supreme Court of 

Appeal (the SCA). 

23 The appeal was heard by the SCA on 10 November 2015 and upheld in a 

judgment delivered on 27 November 2015 under case number 20282/2014.  

The judgment is attached as annexure BB2 to the founding affidavit.  The 

SCA replaced the order for revocation made by the Commissioner with one 

dismissing the revocation application, with costs (page 82 of the record).  I 

emphasise that the entire revocation application was dismissed and not 

merely the attack on the novelty of the patent. 

24 The decision of the SCA in the revocation application had the effect of 

disposing of the only issue in dispute in the infringement action, namely 

whether or not the patent is invalid, in Merck and Merial’s favour.  On 3 

December 2015, therefore, on receipt of the SCA’s judgment, I wrote to 

Cipla’s attorneys demanding that Cipla consent to the orders sought in the 

infringement action. 
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25 Cipla refused to do so.  Instead, on 17 December 2015, it filed a notice of 

intention to amend its plea in the infringement action so as to remove the 

attack on the validity of the patent based on lack of novelty and to introduce a 

further ground of alleged invalidity based on section 61(1)(d) of the Patents 

Act (“inutility”).  The attack based on lack of inventive step, which Cipla had 

elected not to argue in the revocation application, remained a pleaded 

ground of invalidity.    

26 Merck and Merial opposed Cipla’s application to amend and responded with 

an application to amend their replication to the plea so as to plead res 

judicata. (I interpose in the chronology to note that it is the dismissal of 

Cipla’s application and the grant of Merck and Merial’s application for 

amendment which is the subject of this application for leave to appeal.)  

27 It had, however, become clear to Merck and Merial on receipt of Cipla’s 

notice of intention to amend that Cipla was intent on delaying the final 

resolution of the infringement action; and that Merck and Merial would, as a 

result, not obtain interdictory relief prohibiting Cipla from infringing the patent 

for a number of months, if not years, to come.  Merck and Merial therefore, 

on 14 January 2016, launched an application for an interim interdict.  

Although instituted several years after the infringement proceedings had 

been launched, the SCA’s judgment in the revocation application brought 

about changed circumstances, in particular in that the only defence pleaded 

by Cipla in the infringement action (the alleged invalidity of the patent) had 

now been finally determined in Merck and Merial’s favour.  In simple terms, 
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following the SCA’s decision, Merck and Merial had a clear right to 

interdictory relief.      

28 The Commissioner of Patents (Louw J) agreed.  Louw J found, correctly with 

respect, as a fact, that the application for referral to oral evidence which was 

foreshadowed in the letter of Cipla’s attorney dated 2 August 2012 was not 

moved at the hearing of the revocation application before Teffo J.1   The 

Commissioner also found that the attempt on behalf of Cipla to follow a 

“piecemeal procedure” was impermissible.2  A copy of Louw J’s judgment is 

attached, marked VR3.3   It is significant that Mr Bacon makes no reference 

to this judgment. 

29 Cipla was granted leave to appeal against the interim interdict.  The appeal 

was, however, struck from the roll of the SCA on account of the order of the 

Commissioner not being appealable.  Some of the procedural history set out 

above, however, appears from the judgment of the SCA.4   . 

30 Following the striking of the appeal from the roll, the applications for 

amendment of the pleadings in the infringement action were enrolled for 

hearing before the Commissioner.  The judgments and orders of the 

Commissioner (i) refusing Cipla’s application for amendment of its plea and 

granting Merck and Merial’s application to amend their replication; and (ii) 

refusing Cipla’s application for leave to appeal are attached as annexures 

                                            
1
        Judgment of Louw J para [6]. 

2
        Judgment of Louw J paras [9] – [14]. 

3
        It is also reported as 2016 BIP 34. 

4
  Which is not attached but is available on the SCA website at  

http://www.justice.gov.za/sca/judgments/sca_2017/sca2017-134.pdf. 
 

http://www.justice.gov.za/sca/judgments/sca_2017/sca2017-134.pdf
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BB7 (hereinafter “the judgment of the court a quo”) and BB8 to the founding 

affidavit made by Mr Bacon in this application. 

OVERVIEW OF THE RESPONDENTS’ OPPOSITION TO THIS APPLICATION  

31 Merck and Merial oppose this application on two main grounds, namely that 

this court does not have jurisdiction to determine the appeal and that the 

appeal, in any event, has no prospects of success. 

Lack of jurisdiction  

32 The jurisdiction of this court extends only to: 

32.1 constitutional matters - in terms of section 167(3)(b)(i) of the 

Constitution; and  

32.2 other matters which raise “an arguable point of law of general public 

importance which ought to be considered by” this Court - in terms of 

section 167(3)(b)(ii) of the Constitution. 

33 Cipla has never previously argued that this matter invokes constitutional 

rights of members of the public. It did so for the first time in the application for 

leave to appeal to the SCA and does so again in this application (in particular 

in paragraph 100.10 of the founding affidavit) claiming in vague terms that its 

own procedural failing (not applying to separate novelty and inventive step) 

and the application of the trite principles of res judicata in the judgment of the 

court a quo impinge upon Cipla’s rights to a fair hearing.    
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34 The constitutional point is raised in a fashion contrary to the requirements of 

this court, as set out in Fraser v Absa Bank Ltd 2007 (3) SA 484 (CC) at 

paras 39 - 40: 

[39] While the conception of a constitutional matter is broad, the term 

is of course not completely open. The fact that s 167(3)(b) of the 

Constitution limits this Court's jurisdiction to constitutional matters 

presupposes that a meaningful line must be drawn between 

constitutional and non-constitutional matters and it is the 

responsibility of this Court to do so. ... 

[40] A contention that a lower Court reached an incorrect decision is 

not, without more, a constitutional matter. Moreover, this Court will 

not assume jurisdiction over a non-constitutional matter only 

because an application for leave to appeal is couched in 

constitutional terms. It is incumbent upon an applicant to 

demonstrate the existence of a bona fide constitutional question….” 

(emphasis added) 

35 It is also relevant in this context that this court will have to sit as a court of 

first and last instance in relation to the alleged constitutional matters now 

raised by Cipla if it grants the application for leave to appeal. It would thus 

hear the appeal without the benefit of the court a quo’s views on the merits of 

the constitutional issues now raised by Cipla, or on how they should be 

addressed in the context of this case.  This is clearly undesirable.5 The 

                                            
5
  Satchwell v President of the Republic of South Africa and Another 2003 (4) SA 266 (CC); 2004 

(1) BCLR 1 (CC) at para 6; Phenithi v Minister of Education and Others 2003 (11) BCLR 1217 
(CC) at para 5; Dormehl v Minister of Justice and Others 2000 (2) SA 987 (CC); 2000 (5) BCLR 
471 (CC) at para 5; Christian Education South Africa v Minister of Education 1999 (2) SA 83 
(CC); 1998 (12) BCLR 1449 (CC) at para 12; Bruce and Another v Fleecytex Johannesburg CC 
and Others 1998 (2) SA 1143 (CC); 1998 (4) BCLR 415 (CC) at para 8.   

 
See, further, on the need for “issues” to be pleaded, Knox D’Arcy AG & Another v Cultural 
Development Bank of South Africa [2013] ZASCA 93 (5 June 2013), para [35], and, more 
particularly, in the context of the raising of a “constitutional point”, Prokureursorde van 
Transvaal v Kleynhans 1995 (1) SA 839 (T) at 848H – 849C; Zantsi v Counsellor of State, 
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prejudice to this court and the respondents if Cipla is permitted to raise these 

issues now is manifest. As this court made clear in Prince:  

“… (T)he placing of the relevant information is necessary to warn the other 

party of the case it will have to meet, so as to allow it the opportunity to 

present factual material and legal argument to meet that case. It is not 

sufficient for a party to raise the constitutionality of a statute only in the 

heads of argument, without laying a proper foundation for such a challenge 

in the papers or the pleadings. The other party must be left in no doubt as 

to the nature of the case it has to meet and the relief that is sought. Nor can 

parties hope to supplement and make their case on appeal”. 6   

36 Cipla has not demonstrated any exceptional circumstances that would permit 

it to raise its constitutional points for the first time on appeal before this 

court,7 and none exist. 

37 Cipla’s constitutional point is, in any event, flawed for several reasons.  

First, Cipla exercised its right to have the dispute decided in what was, 

clearly, a fair public hearing.  Secondly, the court a quo applied the 

doctrine of res judicata in a judicial manner, as was its duty.  Finally, the 

correct application by the learned judge a quo of the doctrine of res 

judicata cannot be faulted, more particularly on the emotional grounds 

relied on by Cipla. 

                                                                                                                                        
Ciskei & Others 1995 (4) SA 615 (CC) para [3] p 618, and Swissborough Diamond Mines v 
Government of the Republic of South Africa 1999 (2) SA 279 (T) at 323F – 324C.    

6
  Prince v President, Cape Law Society & others 2001 (2) SA 388 (CC) para 22, although, in 

Prince, in the context of a challenge to the constitutionality of a provision in a statute. 
7
  Lane and Fey NNO v Dabelstein and Others 2001 (2) SA 1187 (CC) paras 5 to 6. 
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38 Insofar as the application for leave to appeal seeks to invoke this court’s 

jurisdiction to determine points of law of general public importance, I note that 

the only arguments advanced in the founding affidavit concerning the public 

importance of the issues raised by Cipla are those contained in paragraphs 

101 to 105 of the founding affidavit.  The arguments all proceed from the 

incorrect premise that the court a quo has in some way extended the 

principle of res judicata to circumstances beyond which the principle 

previously applied.  In fact, as appears form the judgment itself (but as I 

shall further illustrate below) the Commissioner’s judgment does no more 

than apply established principles of law.  The approach accords in all 

material respects with the position in England (there is thus no merit in the 

point made in paragraph 104 of the founding affidavit). 

39 This Court has held in analogous circumstances that it is obliged to interfere 

“… only if the Supreme Court of Appeal has not exercised its discretion 

judicially; has been influenced by wrong principles of law or by a misdirection 

on the facts; has taken into account irrelevant considerations; or has reached 

a decision which could not reasonably have been made by a Court properly 

directing itself to all the relevant facts and legal principles”.8 As Langa CJ put 

it: “… the question is whether the Court committed some ‘demonstrable 

blunder’ or reached an ‘unjustifiable conclusion’”.9 

                                            
8
  See National Coalition for Gay and Lesbian Equality and Others v Minister of Home Affairs and 

Others 2000 (2) SA 1 (CC) at para 11, as cited by Moseneke DCJ in South African 
Broadcasting Corporation Limited v National Director of Public Prosecutions and Others 2007 
(1) SA 523 (CC) at para 95 (hereinafter SABC v NDPP). 

9
  At para 41 of SABC v NDPP, invoking the wording of Cloete J (as he then was) in Bookworks 

(Pty) Ltd v Greater Johannesburg Transitional Metropolitan Council and Another 1999 (4) SA 
799 (W) at 808B.  

http://www.saflii.org/cgi-bin/LawCite?cit=2000%20%282%29%20SA%201
http://www.saflii.org/cgi-bin/LawCite?cit=1999%20%284%29%20SA%20799
http://www.saflii.org/cgi-bin/LawCite?cit=1999%20%284%29%20SA%20799
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40 A review of the court a quo’s decision makes plain that it arrived at its 

decision upon a careful consideration of the relevant facts and principles of 

law. It cannot, therefore, plausibly be argued that the court a quo’s decision 

was not judicially made, or that the court a quo reached an “unjustifiable 

conclusion” or committed a “demonstrable blunder”.   

41 It is, in any event, not correct that the Commissioner’s judgment will have 

a considerable impact on patent enforcement as a whole.  It will very 

seldom be the case that a party will try to invalidate a patent in more than 

one proceeding.  Invariably, most litigants do as the law requires of them, 

namely to plead and advance all of their grounds of attack on the patent in 

a single proceeding concerned with the validity of the patent.  In truth, this 

application is concerned only with Cipla’s desire to avoid paying damages 

to Merck and Merial.  It is not a matter which transcends the interests of 

the parties.  

42 For the reasons, this court has no jurisdiction to determine the appeal.  

The constitutional point now raised is an ill-conceived attempt to create a 

jurisdictional basis for the appeal where none exists.  The points of law 

raised by Cipla do not in fact arise from the judgment of the court a quo, 

which does no more than apply very well-established principles of law, in 

particular concerning res judicata, abuse of process and election. 

No prospects of success – not in the interests of justice to grant leave to appeal  
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43 The second “main” ground upon which this application is opposed is that 

Cipla has no prospects of success on appeal. In the words of this Court in S 

v Boesak:10  

“[a]n applicant who seeks leave to appeal must ordinarily show that there are 

reasonable prospects that this Court will reverse or materially alter the decision of 

the SCA” (in this case, the Commissioner of Patents). 

44 Merck and Merial’s position insofar as the merits are concerned is the 

following. 

44.1 The judgment of the SCA on the issue of the validity of the patent in 

2015, on all grounds, is a final and definitive judgment and order on 

the merits of the case between the parties insofar as the issue of 

the validity of the patent is concerned.  

44.2 That this is so must be correct simply as a matter of logic – to find 

otherwise would mean that an applicant for revocation of a patent 

may institute at least ten different proceedings seeking an order 

revoking a patent, each time relying on a different ground for 

revocation provided by section 61 of the Patents Act, 57 of 1978; 

and he or she may do so one at a time, in a number of successive 

actions, each of which might be decided, finally, only on appeal 

before the next is relied on. 

44.3 A party alleging a patent to be invalid cannot be allowed to harass a 

patentee by litigating the issue of the validity of the patent 

                                            
10

  2001 (1) SA 912 (CC) para 12. 
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piecemeal, making successive attacks on the validity of a patent on 

different grounds in different proceedings.  That party is afforded 

one opportunity to seek to invalidate a patent and it must raise all of 

its grounds of attack in that single proceeding. 

45 I point out in this regard that section 74(2) of the Patents Act makes plain that 

the cause of action in a revocation application (or, potentially, an infringement 

action in which the invalidity of a patent is raised by way of defence) is for the 

invalidity of the claims of a patent.  The section empowers the Commissioner 

(and the SCA) to grant a certificate of validity in respect of those claims upon 

dismissal of a revocation application.  The particular grounds upon which that 

attack was made are irrelevant to the exercise of the Commissioner’s powers 

in this regard.  The “issue” in dispute is the validity of the patent.    

46 It was no doubt on account of these considerations that the SCA certified all 

of the claims of the patent as being valid (without limitation as to the 

particular grounds that the court had been called upon to consider).  We draw 

specific attention to order (b) of the judgment of the SCA:  

 “Each of the claims of South African Patent No. 1998/10975 is 

certified as being valid in terms of section 74 of the Patents Act, 57 of 

1978”.11 

47 The SCA would, plainly, not have made such an order if it considered that it 

was open to Cipla to attack the patent on different grounds in the future.12  

                                            
11

       Annexure BB2 to the affidavit of Mr Bacon, page 82 of the record. 
12

       See too the judgment of the court a quo, annexure BB7 to Mr Bacon’s affidavit, page 106 of the 

record, para [20]. 
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48 If it is accepted, as I submit it ought to be, that the cause of action in the 

revocation application was for the invalidity of the patent (i.e. on all grounds) 

then the law, and its application to the facts in this case, is clear.13  The 

revocation application was a matter determined between the same parties, 

related to the same cause of action and Cipla sought the same relief in 

essence (a finding that the patent is invalid) in the revocation application as it 

now does in the infringement action.  

49 Even if the court was to accept that the cause of action in the revocation 

application was limited to the specific ground of invalidity of the patent 

considered by the court (i.e. the novelty of the patent), it is submitted that the 

attempt made by Cipla to re-litigate the validity of the patent constitutes, in 

any event, an abuse of the court’s process such as will not be countenanced 

by this court.14 

                                            
13

  Custom Credit Corporation (Pty) Ltd v Shembe 1972 (3) SA 462 (A) (“Shembe”) at 472 A to E. 

See, also, the statement by Roper J in the English decision of Shoe Machinery Co. v Cutlan 

[1896] 1 Ch 667 at 672 referred to with approval by Malan J in Clipsal Australia (Pty) Ltd and 

Others v Gap Distributors (Pty) Ltd and Others (2009) BIP 261 (GSJ)). See also the judgment of 

Louw J, para [10], and that of the court a quo, para [9] and [12] – [16].  See, also, the further 

South African authority, that is the judgment of Makgoka J in Alcatraz Integrated Intelligence 

Systems (Pty) Ltd v Integra-Set (Pty) Ltd 2010 BIP 94 (CP) (“Alcatraz”) para [16], relied on by 

Louw J, para [10], and by the court a quo, paras [16] and [20].  For the English law see, also, 

Terrell on the Law of Patents, 17
th
 ed, para 20.15, p 78. 

14
  See in this regard the statement of Sir Thomas Bingham in Chiron Corporation and Others v 

Organon Teknika Ltd (no. 14) (1996) FSR 701 at 707 to 708, quoted with approval by Louw J, 

para [11].  See also the judgment of the court a quo, paras [9] and [16}. See, also, to the same 

effect, Consol Ltd t/a Consol Glass v Twee Jonge Gezellen (Pty) Ltd and Another 2005 (6) SA 

23 (C) at 45 D to 48 I; Janse van Rensburg and Others N.N.O v Myburgh and two other cases 

2007 (6) SA 287 (T) 297H to 300G (the judgment of the SCA being reported as Janse van 

Rensburg and Others N.N.O v Steenkamp and Another; Janse van Rensburg and Others N.N.O 

v Myburgh and Others 2010 (1) SA 649 (SCA)) and CTP Ltd and Others v Independent 

Newspaper Holdings Ltd 1999 (1) SA 452 (W) 462A to 465H, all of which were referred to with 

approval by his Lordship Mr Justice Malan in the Clipsal case (supra) footnote 26 and in 

footnote 35. 
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50 The point is that there must be finality in litigation.  A party should not be 

“twice harassed”15 or “vexed twice”.16  There is no reason why, on the facts of 

this case, Cipla should be permitted to attack the validity of the patent in a 

piecemeal fashion. 

51 First, insofar as the attack based on inutility is concerned, there is no reason 

why Cipla could not have advanced this ground of invalidity in the revocation 

application.  The facts pleaded in support of it are not new.  The attack has 

always been available to Cipla.   It ought not to be permitted to raise the 

attack now, for the first time, after the revocation application has been 

dismissed.        

52 Secondly, insofar as the inventive step attack is concerned, Cipla is bound by 

its election not to bring an application for the separation of the issue of lack of 

novelty from the issue of obviousness in the revocation application, and by its 

further election not to even present argument on the question of inventive 

step in the revocation application. 17 

                                            
15

  Per Van Winsen AJA in Shembe. 
16

  As to which see Johnson v Gore Wood and Co. [2002] AC 1 (“Johnson”) and Coflexip SA and 

Another v Stolt Offshore NS and Others [2004] EWCA Civ 213, para [147]. 
17

  In Equity Aviation Service (Pty) Ltd v Commission of Conciliation, Mediation, and Arbitration and 

Other 2009 (1) SA 390 CC, para [54], this court held that: 

 “The principle of the right of election is a fundamental one in our law.  …When exercising an 

election, the law does not allow a party to blow hot and cold.  A right of election, once 

exercised, is irrevocable particularly when the volte-face is prejudicial or is unfair to another”. 
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53 Furthermore, it is submitted that the attempt by Cipla to hold over a particular 

defence in the revocation application until after judgment on that argued is 

improper and does not assist it in defeating the plea of res judicata.18  

54 As in Bernert, where the recusal application was to be set down after the 

judgment on the merits, the threatened application for a reference of the 

issue of obviousness to the hearing of oral evidence was only ever to be set 

down for hearing after the judgment on the revocation application (and then 

only in the event of that judgment being in favour of Merck and Merial). 

55 For these reasons Cipla’s attempt to re-litigate the validity of the patent in the 

face of: 

55.1 the judgment of the SCA in the revocation application; and 

55.2 the legal position set out, inter alia, in Clipsal and Alcatraz and the 

cases to which reference is there made,  

is res judicata and, in any event, an abuse of the court process.   

56 To permit of this attempt on the part of Cipla to re-litigate the issue of the 

validity of the patent would indeed lead to “absurd results”.19 

                                            
18

  As noted by this court in Bernert v ABSA Bank Ltd 2011 (3) SA 92 (CC) (“Bernert”), para [75]: 

“It thus seems to me that, in our law, the controlling principle is the interests of justice.  It is 

not in the interests of justice to permit a litigant, where that litigant has knowledge of all the 

facts upon which recusal is sought, to wait until an adverse judgment before raising the issue 

of recusal.  Litigation must be brought to finality as speedily as possible.  It is undesirable to 

cause parties to litigation to live with the uncertainty that, after the outcome of the case is 

known, there is a possibility that litigation may be commenced afresh, because of a late 

application for recusal which could and should have been brought earlier.  To do otherwise 

would undermine the administration of justice”. 

 
19

  In the language of Makgoka J in Alcatraz, supra, para [16]. 
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AD PARAGRAPH RESPONSE TO THE FOUNDING AFFIDAVIT  

57 In what follows, I deal only with allegations that are disputed.  

58 AD PARAGRAPH 9 

What Mr Bacon says is correct, so far as it goes. Significantly, however, the 

patent will expire before the end of the year, and thus in all likelihood before 

this appeal is heard (leaving only the question of damages as a live issue in 

the infringement action).  

59 AD PARAGRAPH 11 

59.1 What Mr Bacon says is not correct. 

59.2 First, as the cases to which I have referred establish, the principles 

of res judicata, abuse of process and election which I have outlined 

above are all matters of settled law.  The court a quo applied these 

principles rather than extend them.  It did so correctly, with respect.   

59.3 Secondly, it is incorrect that Cipla applied “informally” to separate 

the issues of novelty and inventive step at the revocation 

application hearing.  It did nothing of the sort, and as I have 

illustrated above, there was no such “informal separation”.     

59.4 I note further that the SCA judgment was delivered nearly three 

years ago.  At no point since the delivery of that judgment has Cipla 

tried to enrol the allegedly “informally separated” issue of inventive 

step for hearing, or otherwise sought a referral of that issue to oral 

evidence.  Cipla is well aware that it cannot do so in the face of the 
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SCA order dismissing the revocation application in toto.  The 

revocation application was dismissed by the SCA and there is 

therefore no separated issue which remains live in that application. 

60 AD PARAGRAPH 13  

Contrary to what Mr Bacon claims, it would be unusual for a revocation 

application and a pleaded defence of invalidity (in an infringement action), 

raising the same grounds of alleged invalidity, to co-exist.   It was for that 

reason that Merck and Merial sought to stay the infringement action.  This 

was a sensible approach.  The determination of the revocation application 

would also determine the only dispute in the infringement action, namely 

whether or not the patent was valid.   

61 AD PARAGRAPH 14 

As Cipla accepts, a final finding of invalidity, whether made following an 

application for revocation or the raising of a defence of invalidity, renders the 

patent unenforceable against third parties.  A finding that the patent is invalid 

in either context clearly does have a “consequence beyond the parties to the 

action”.  In any event, such procedural differences as there may be between 

a counterclaim or application for revocation and a defence of invalidity have 

no bearing on the question of whether or not a final finding concerning the 

validity of the patent renders the issue of the validity of the patent res judicata 

between the parties.  

62 AD PARAGRAPH 15  
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62.1 As the chronology of events set out above illustrates, Cipla made 

no application to separate the lack of novelty issue from the 

inventiveness issue at the revocation application, whether formally 

or otherwise.  In fact, I note that Mr Bacon admitted in his affidavit 

before the SCA that Cipla’s failure to apply for separation was a 

“procedural misstep”.  The relevant pages of his affidavit are 

attached as annexure VR4(a) (see paragraphs 67, 73, 76 and 80 of 

his affidavit).   

62.2 Mr Bacon appears at times to do so again here (see for example 

paragraphs 36, 37 and 43.3 of his affidavit). It is also at least 

curious that Mr Bacon has changed the language from that which 

was used in the corresponding paragraph of the affidavit he made 

in support of Cipla’s application for leave to appeal to the SCA. 

There, what he said in paragraph 11 (a copy of page 4 in his earlier 

affidavit being attached as annexure VR4(b)) was that at the 

hearing of the revocation application in the motion court Cipla “… 

sought to separate the lack of novelty issue…”. 

63 AD PARAGRAPH 16 

I have dealt with these allegations above.  It was clearly not convenient to 

separate the two attacks.  They were based on the same prior art document, 

which had to be construed and compared with the claimed invention in both 

contexts.  Merck and Merial would have opposed a separation application 

had one been made.     

64 AD PARAGRAPHS 17 AND 18 



  23      
 
 

I have dealt with these allegations above.  The procedure proposed by Cipla 

in its heads of argument was clearly incompetent, as Merck and Merial 

advised in their heads of argument.  A litigant cannot “reserve the right” to 

proceed with a  different defence if the first one fails.  It is required to plead 

and prove all of its defences to avoid a multiplicity of actions.  The election 

not to argue inventive step at the revocation application plainly constituted an 

abandonment of that ground of invalidity. 

65 AD PARAGRAPHS 18 TO 20  

65.1 It is correct that both the judgment and order of Teffo J and Merck 

and Merial’s application for leave to appeal made no mention of the 

“inventiveness issue”.  This is because the inventiveness issue was 

no longer in issue, Cipla having abandoned it at the hearing before 

the Commissioner.   

65.2 It would clearly be incompetent to appeal against “the fact that the 

Commissioner had made no finding on or even mention of the 

obviousness claim” in circumstances where the “obviousness claim”  

had been abandoned by Cipla.   

65.3 The obviousness claim is not a “live claim” in the revocation 

application.  The revocation application (in toto) was dismissed by 

the SCA in 2015.  

66 AD PARAGRAPH 22 
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For the reasons explained, obviousness was not in issue in the appeal before 

the SCA in 2015.  Neither was the threatened application for referral to oral 

evidence, because it was never made.   

67 AD PARAGRAPHS 23 AND 24  

The only live issue between the parties on the papers filed in the revocation 

application following the decision of the Commissioner (Teffo J) was the 

novelty of the patent.  It is that issue which was the subject of the appeal 

before the SCA.  No court decided the obviousness issue because Cipla 

abandoned it.  The SCA did not need to, nor could it, consider the issue, for 

the same reason. 

68 AD PARAGRAPH 25 

68.1 It is hard to understand how Cipla can contend that the revocation 

application has not been formally concluded.  As the order made by 

the SCA in 2015 makes plain, the revocation application was finally 

dismissed by the SCA.   

68.2 Insofar as the infringement action is concerned, for the reasons I 

have already explained, whilst it is (technically) correct that, at least 

on the pleadings, the ground of invalidity based on obviousness 

remains in dispute, this matter is res judicata and was correctly held 

to be so by the Court a quo.20  It was for this reason that the learned 

judge a quo held that Cipla’s application for the amendment of its 

plea (to introduce the ground of inutility as an attack on the validity 

                                            
20

        Judgment of the court a quo, p. 107, para [22].  
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of the patent) could not succeed. 

69 AD PARAGRAPHS 27 AND 28 

As I have noted above, section 74 empowers the Commissioner and the SCA 

to grant a declaration of validity of the patent.  It is not, as Cipla would have 

it, a declaration that the patent has survived an attack on a particular ground.  

In line with section 74, the SCA’s certificate of validity in this case certifies the 

validity of the patent (i.e. on all grounds).   

70 AD PARAGRAPHS 32 AND 33  

The defence raised by Cipla is that which has already been decided by the 

SCA, namely the invalidity of the patent.  It would be contrary to the 

established law of res judicata and highly prejudicial to Merck and Merial if 

the amendment was to be allowed.  Furthermore, Cipla: 

70.1 elected not to argue its case based on obviousness (or apply for 

separation) and thus abandoned that attack; and 

70.2 elected not to advance the inutility attack at all in the revocation 

application and must now live with the consequences of that 

decision.  

71 AD PARAGRAPH 34  

71.1 Cipla appears to accept in this paragraph that it elected to proceed 

at the revocation application hearing with the lack of novelty claim 

only; and that it never applied to separate the issues of novelty and 

obviousness in terms of Rule 33(4).     
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71.2 Having admitted that it never made the application which it was 

required to make, Cipla cannot seriously claim that the 

inventiveness issue remains a live issue in the revocation 

application.  That application was, correctly with respect, finally 

dismissed by the SCA in 2015.   

72 AD PARAGRAPH 35 

The issue in this application is not concerned with what effect separation 

would have had in the revocation application.  The fact of the matter is, as 

Cipla admits, it never applied for separation.  The allegations made in this 

paragraph are thus academic.  Moreover, for the reasons already given, any 

application for separation made by Cipla in these circumstances would have 

been opposed. 

73 AD PARAGRAPHS 36 AND 37 

The case for Merck and Merial has been set out above. I would however 

point out the specific references made by Mr Bacon to “procedural flaw”, and 

“for procedural reasons”.  

74 AD PARAGRAPH 38 

74.1 There is no substance, or merit, in what Mr Bacon says in this 

paragraph of his affidavit.  It is not correct that the merits of the 

validity of the patent have not been tested.  To the contrary, the 

SCA made a final and definitive finding on the validity of the patent, 

based on the evidence which was adduced by both parties in the 

revocation application.   
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74.2 In any event, the patent will, consequent upon the judgment of the 

court a quo, only be immune to further attack by Cipla.  That is the 

ordinary consequence of the res judicata rule.  The consequences 

of this are, in any event, somewhat academic in the current 

circumstances.  In this regard, if this court were to uphold an appeal 

against the finding of the court a quo, it will likely only do so after 

the patent expires in December this year.  An appeal to this court 

will therefore have no effect on “normal competition” - Cipla will be 

free to enter the market before this appeal is concluded.  

74.3 There is, in the circumstances of this case, simply no merit in Mr 

Bacon’s (emotional) statement that: “What is essentially a default 

position will protect the patent, sustain (Merck and Merial’s) 

monopoly and preclude normal competition, where there is no 

justification for that monopoly in law.”  

75 AD PARAGRAPHS 39 TO 41  

75.1 I do not quarrel with these allegations insofar as they accurately 

reflect the findings of the Commissioner.   

75.2 It is however not correct that the Commissioner erred.  Nor is it 

correct that there was “uncontested” evidence before the 

Commissioner concerning Cipla’s alleged reservation of its “right” to 

hold over its attack based on inventive step.  In fact, the 

Commissioner’s judgment is consistent with that of Louw J in the 

interim interdict.  There are thus now two judgments of the 



  28      
 
 

Commissioner on the facts and law which are the subject of this 

application.  Both were decided against Cipla. 

76 AD PARAGRAPHS 42 AND 43  

I deny that application for leave to appeal raises any points of law of general 

public importance or any constitutional matter.  The issues raised by Cipla 

are in fact matters already the subject of settled law dealing with election, 

applications for separation (and the need to actually apply for separation 

where a court does not order it mero motu) and res judicata.  Thus, the 

simple answers to the points of law are: 

76.1 Paragraph 43.1:  There is no such thing as an informal request to 

separate issues in an application.  The application must be made in 

terms of rule 34.  In any event, Cipla did not, as a fact, make an 

application to separate whether formally or informally despite Merck 

and Merial having put Cipla on notice that it was required to do so.  

In these circumstances, an election not to argue one of the 

defences available on the papers in the application constitutes an 

abandonment of that defence. 

76.2 Paragraphs 43.2 and 43.3: Cipla wishes to re-litigate the same 

cause of action in successive proceedings, first in the revocation 

application and now in the infringement action.  That it is not 

permitted to do so is a matter of established law and principle.  That 

the infringement action is a “separate and concurrent” proceeding is 



  29      
 
 

of no moment – the proceedings are between the same parties and 

relate to the same cause of action.   

76.3 Paragraph 43.4: For the reasons given above, the cause of action 

relied upon by Cipla, and already dismissed by the SCA, is that the 

patent is invalid.  That defence is res judicata as between the 

parties. 

76.4 Paragraph 43.5: I have dealt with the significance of section 74 

above.  Its meaning is not a separate issue of law that arises in the 

appeal – it is relied upon only in support of Merck and Merial’s 

broader argument that the issue of invalidity of the patent is res 

judicata.  

77 AD PARAGRAPHS 49, 50 AND 55 

Whatever may be the advantages of separation generally are not relevant to 

this application, where no application for separation was made.  For the 

reasons given, I dispute, in any event, that separation would have been 

convenient in this case. 

78 AD PARAGRAPHS 51 AND 52 

I accept that a finding on a separated issue does not render the entire 

dispute between the parties’ res judicata (depending on the scope of the 

separated issue and the terms of the order, it may or may not render a cause 

of action or defence in the dispute res judicata).  But that is irrelevant in the 

current context, where no application for separation was made or granted by 
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the Commissioner of Patents; and the revocation application dismissed, in its 

entirety, by the SCA. 

79 AD PARAGRAPHS 53 AND 54 

Cipla did not apply for separation in any “form”.  Had it done so, the 

application would have been opposed.  It was not desirable or convenient to 

separate the issues.  The reliance on “substance over form”, as a principle, is 

misguided and inappropriate in the current circumstances. 

80 AD PARAGRAPHS 56 AND 57 

80.1 This is, again, not correct.  As I have explained above, the 

Commissioner was not called upon to determine the question of 

inventive step because Cipla elected not to advance argument in 

relation to it.  Her Ladyship was not called upon to determine 

whether or not separation was convenient in the circumstances and 

did not do so.   

80.2 It is not correct that the Commissioner allowed the question of 

inventiveness to “stand over”.  Indeed, as I have already pointed 

out, Cipla admitted in its affidavit before the SCA that its failure to 

apply for separation was a procedural failing on its part.  Indeed, in 

the context of the whole of Mr Bacon’s affidavit he has also (so 

admitted) for purposes of the present application. 

80.3 It is in any event inconceivable that the learned Commissioner 

adopted the approach of deciding the novelty separately when that 

approach was not “expressly verbalised”, as is suggested by Mr 



  31      
 
 

Bacon. 

81 AD PARAGRAPH 58 

Again, whatever may have been convenient and practical insofar as 

separation was concerned is not in issue in this application.  Cipla did not 

choose to follow any of the “options” suggested in the Chiron judgment 

referred to by it in this paragraph. 

82 AD PARAGRAPH 59 

This is also not correct.  It is not Merck and Merial’s position that the 

separation of issues in a revocation application is never possible.  Their 

position, simply, is that Cipla did not apply for separation of the issues, with 

the result that the revocation application was dismissed, finally, by the court a 

quo. 

83 AD PARAGRAPH 60 TO 62 

The case for Merck and Merial has been set out above.  It is based on res 

judicata and abuse of process arising from Cipla’s election not to argue that 

the patent is invalid on the ground of lack of inventive step at the hearing of 

the revocation application, thus abandoning that attack.   

84 AD PARAGRAPHS 63 TO 70 

It is correct that the different grounds for revocation of a patent require the 

leading of different evidence. Cipla’s cause of action, however, was that the 

patent was invalid and liable to be revoked.  That cause of action has been 

finally determined.  
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85 AD PARAGRAPH 71 

The distinction between legal proceedings and causes of action, recognised 

in an entirely different context in the Bisonboard judgment referred to in this 

paragraph, finds no application to the submissions I have made above.  

Moreover, as I have already noted, a necessary consequence of applying 

Cipla’s logic would be to enable a party alleging a patent to be invalid to 

harass that patentee in no fewer than 10 different applications for revocation 

of the patent.  The potential for harassment of the patentee is plain.  Indeed, 

the history of this matter illustrates the abuse to which such a principle could 

be put.  

86 AD PARAGRAPH 72 

The fact that infringement and revocation proceedings are different 

proceedings is of no moment.  Where invalidity is pleaded in the infringement 

proceedings, whether by way of defence or counterclaim for revocation, the 

same cause of action arises for determination between the same parties in 

both proceedings. 

87 AD PARAGRAPHS 73 AND 74 

I have made Merck and Merial’s submissions on the question of res judicata 

in the current context above.   

88 AD PARAGRAPHS 75 TO 79; and 83 TO 85 

88.1 The Janse van Rensburg judgment is clearly distinguishable on the 

facts from the present case. The previous judgment in that matter 
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(the “Fourie judgment”) related to section 30 of the Insolvency Act, 

which renders null and void payments made to a creditor which were 

made with an intention to prefer one creditor over another and at time 

when liabilities exceeded assets.   

88.2 The subsequent action was brought under section 29, which does 

not require an applicant to establish an intention to prefer.  Section 

29 requires that the disposition be shown to (i) have taken place 

within six months of sequestration; (ii) have the effect of preferring 

one creditor over another; and (iii) liabilities exceeded assets after 

the disposition.  It is then open to the beneficiary of the disposition to 

show that the disposition was made in the ordinary course of 

business and without any intention to prefer.     

88.3 The Fourie judgment prevented the liquidators from countering the 

allegation by the beneficiary (which it would make to discharge the 

burden on it under the proviso) that there was no intention to prefer, 

but it did not deprive them of a cause of action in terms of section 29 

because (i) the liquidators did not have to prove intention; and (ii) the 

beneficiary still had to prove that the disposition had been made in 

the ordinary course of business to succeed under the proviso to 

section 29.  There was therefore “no commonality” in the causes of 

action considered by the court.  The court also found that the 

sections provided remedies for different circumstances (para 19). 

88.4 Insofar as the abuse/Henderson principle was concerned, there were 

very special circumstances which excused the liquidators from failing 
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to bring the section 29 and 30 claims together, not least of which was 

the fact that the beneficiaries had not been party to the Fourie case 

and were not even aware of it.    

89 The facts in this appeal are different.   

89.1 The cause of action relied upon by Cipla in the revocation application 

was that the patent was invalid.   The same cause of action is now 

pleaded in the infringement action between the same parties.  

Moreover, the remedy provided is the same and arises in a single 

circumstance – namely whether the patent is invalid.   

89.2 There are, furthermore, no factors which militate in favour of Cipla 

insofar as the Henderson principle is concerned.  To the contrary, 

Cipla made an election not to make a conditional application for 

referral (in the alternative or otherwise) in the revocation 

application.  To try in those circumstances to resuscitate the 

obviousness enquiry in the infringement action is a clear abuse.  The 

same is true of Cipla’s attempt to introduce the inutility attack, which 

was always open to it on the facts. 

90 AD PARAGRAPHS 80 TO 82 

The common law requirements of res judicata have been met.  The merits of 

the cause of action, namely whether or not the patent is invalid, have been 

considered and determined by the SCA.  The SCA’s judgment has final effect 

between the parties.  I have dealt with the (repetitive) allegations in 

paragraph 81 and 82 above.  I dispute the allegations made by Mr Bacon to 
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the extent that they are inconsistent with what I have said there.   

91 AD PARAGRAPHS 86 TO 94 

There is no merit in Cipla’s submission, based on the principles set out in 

Prinsloo NO and Others v Goldex 15 (Pty) Ltd and Another,21  that none of 

the consequences which the principle of res judicata was intended to prevent 

find application to the facts here.  The repetition of lawsuits between the 

same parties and the harassment of the patentee through successive attacks 

on the validity of the patent could hardly be clearer.  There is, in addition, 

scope for conflicting judgments, in particular insofar as (i) the interpretation of 

the patent; and (ii) the interpretation of the 1992 prior art patent are 

concerned, both of which patents will have to be interpreted in considering 

the obviousness attack on the patent, as they were by the SCA in 

considering the attack based on novelty.     

92 AD PARAGRAPHS 95 AND 96 

An amendment that introduces a pleading that is bad in law ought to be 

refused.  This is clearly the case in the attempt made by Cipla to amend its 

plea. The prejudice Merck and Merial will suffer by the grant of Cipla’s 

amendment to its plea is manifest. It is also not correct that the amendment 

allowed to Merck and Merial to amend their replication is “bad in law”.     

93 AD PARAGRAPHS 97 TO 99 

It is correct that the SCA did not have jurisdiction to deal with inventive step.  

                                            
21

  2014 5 SA 297 (SCA) at para 10.  The case dealt with issue estoppel, but nothing turns on the 
distinction (such as there is) between res judicata and issue estoppel in this matter.  
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This is because Cipla abandoned the attack before the Commissioner of 

Patents.   

THE GROUNDS OF APPEAL 

94 AD PARAGRAPH 100.1 

94.1 The court a quo’s references to “piecemeal”
22

 were in the context 

of the court’s correct approach to judicial precedent.  This attack 

on the judgment is not against any of the findings made. 

94.2 Reliance on the “fact” that it was “convenient” (to separate the 

grounds of novelty and obviousness) “as understood in terms of 

Rule 33(4)” is misplaced and, in any event, irrelevant and incorrect 

(for reasons given).   

94.3 First, there was no application made on the part of the present 

appellant to have any issue disposed of before any other.  

Secondly, there is no indication that it “appeared to the court” 

(which heard the initial revocation application) that there was 

indeed any question of law or of fact which could conveniently be 

decided either before any evidence was led or separately from any 

other question.  Thirdly, the court (which heard the revocation 

application) did not make an order “directing the disposal of such 

question” in the manner provided for by the rule.   

95 AD PARAGRAPH 100.2 

                                            
22

  In paras [9] and [15] of the judgment. 
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95.1 This sub-paragraph is but a plea ad misericordiam, without 

substance.  Cipla had the opportunity to advance its obviousness 

and inutility attacks in the revocation application and elected not to 

do so. 

95.2 The attack appears to be addressed to paragraph [17] of the 

judgment, more particularly the last sentence in that paragraph. It 

is not an attack on any of the several findings before that last 

sentence.  The statement made by the learned judge a quo is 

correct, more particularly in the context of that which precedes it, 

none of which is, at least for present purposes, the subject of 

challenge. 

96 AD PARAGRAPH 100.3 

96.1 This appears to be an attack on paragraph [19] of the judgment.   

But the court a quo was correct in saying that “the Supreme Court 

of Appeal certified that all of the claims of the patent are valid”.  

The order made by the SCA in its judgment was that “(E)ach of 

the claims of (the patent) is certified as being valid in terms of s74 

of the Patents Act 57 of 1978”. 

96.2 Cipla is simply wrong in suggesting that the SCA had in fact 

certified “the claims only in respect of the issue before it, namely 

novelty”.  A certification of validity means just that. 

97 AD PARAGRAPH 100.4 
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This issue is raised is in the context of the findings made in paragraphs 

[14] and [15] of the judgment, none of which can be faulted.  The relevant 

cause of action is, on all the authority, the invalidity of the patent.  The 

authority on the issue of the (overall) validity of a patent is canvassed by 

the learned judge a quo in paras [9] and [16] (see also para [18] of the 

judgment, the subject of which appears to be the attack in para 100.6). 

98 AD PARAGRAPH 100.5 

98.1 There is no reason why the issue of the validity of a patent the 

subject of litigation should be approached differently in the event 

that it be raised as a defence in an infringement action on the one 

hand or in a challenge to validity in a revocation proceeding on the 

other.  The issue in either case is the issue of the validity of the 

patent.  Section 65(4) of the Patents Act makes this clear. 

98.2 It is, again, in this context simply wrong to rely on any 

“constitutional right”; equally so to suggest that the monopoly of a 

patent should not be protected “solely on the basis of a procedural 

issue”. 

99 AD PARAGRAPH 100.6 

The court a quo correctly relied on “the authorities referred to” and its 

findings in this regard (in, again, paras [9] and [16], also para [18], of the 

judgment) cannot be faulted.  Nor is the judgment in the Janse van 

Rensburg case of assistance to Cipla, for the reasons given above. 
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100 AD PARAGRAPH 100.7 

I need only note that Cipla conducted its case as it did.  The court cannot 

now be criticised for the decisions Cipla made at the relevant time having 

the necessary consequences, as found by the court, none of which can be 

contradicted or even criticised.   

101 AD PARAGRAPH 100.8 

This is the same point as that made in paragraph 100.5.  I have dealt with 

it in response to that paragraph.   

102 AD PARAGRAPH 100.9 

102.1 A plea, again, in misericordiam.  One without merit.  The principles 

of res judicata are the legal principles on which the judgment was 

based.  The case has nothing to do with what would or would not 

be “just and equitable in terms of the common law” when it is the 

“law” of res judicata that was correctly applied.   

102.2 Not that the court a quo made a finding in this regard, but it is 

clear that the procedure sought to be adopted by Cipla does 

indeed constitute an “abuse of the process of the court”. 

103 AD PARAGRAPH 100.10 

No mention was made by Mr Bacon, Cipla’s attorney and deponent to the 

several affidavits filed in its name in the two applications, of the 

“constitutional point” now sought to be relied on in paragraph 100.10.   As 
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noted, the issue was raised for the first time in the application for leave to 

appeal to the SCA.  It has been raised too late.  In any event, for the 

reasons given above, there is no merit in the constitutional point now 

raised. 

PUBLIC INTEREST IN THE APPEAL  

104 AD PARAGRAPHS 101 TO 105 

There is, for the reasons given above, simply no substance in any of the 

“points” sought to be made by Mr Bacon under this heading. 

CONCLUSION 

105 AD PARAGRAPHS 106 TO 111 

105.1 These paragraphs simply repeat the argument, which has been dealt 

with   above.  Cipla had its opportunity to revoke the patent and 

failed.   

105.2 There is no merit in the application for leave to appeal.  I therefore 

ask that it be dismissed with costs, including the costs of two 

counsel. 

 

 DEPONENT 

SIGNED and SWORN to on this            day of                              2018 the deponent having sworn 
that he knows and understands the contents of this affidavit, that the oath that he takes is binding 
on his conscience and that the contents of this affidavit are both true and correct. 
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